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CORPORATE DISCLOSURE STATEMENT

Pursuant to Rule 26.1(a) of the Federal Rules of Appellate Procedure, 

Plaintiffs-Counter-Defendants-Appellants Christian Louboutin S.A. and 

Christian Louboutin, L.L.C. certify that they have no parent corporation and that 

no publicly held corporation owns 10% or more of their stock. 
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JURISDICTION

The district court has subject matter jurisdiction because this action arises

under federal trademark law (15 U.S.C. § 1114) and state and common law 

claims arising from or substantially related to the same acts giving rise to the 

federal claims. See 28 U.S.C. §§ 1331, 1338, and 1367.

On August 10, 2011, the district court entered an order denying Louboutin 

a preliminary injunction. That interlocutory order is appealable under 28 U.S.C. 

§ 1292(a)(1). Louboutin noticed its appeal on August 12, 2011, within thirty 

days after the date of the order.  See Fed. R. App. P. 4(a)(1)(A).
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2

ISSUES PRESENTED

1. Was it error for the district court to refuse to enforce Louboutin’s 

trademark rights in its federally registered Red Outsole Mark, after finding the 

mark to be distinctive, strong and world famous, on the ground that a single 

color may not act as a trademark in the fashion industry?

2. Was it error for the district court to rule that a single color on a 

fashion item could not act as a trademark under the strictly limited doctrine of 

aesthetic functionality, even where the mark is distinctive, identifies the 

Louboutin brand, has been granted federal registration under the Lanham Act, 

and has become famous as an indicator of source for women’s high fashion 

designer footwear?

3. Did the district court abuse its discretion in denying Louboutin’s 

motion for a preliminary injunction to enforce its distinctive, famous, federally 

registered Red Outsole Mark based on its newly minted per se bar on single 

color trademarks in the fashion industry, where it gave no weight to the statutory 

presumption of trademark validity, applied an erroneous analysis of trademark 

infringement and trademark dilution, ignored undisputed proof of likelihood of 

confusion and irreparable harm, and found hindrance to competition in the 

fashion industry contrary to the facts of record?
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STATEMENT OF THE CASE

Christian Louboutin put bright lacquered red on the outsoles of his 

women’s high fashion designer footwear in 1992, and then on virtually all 

Louboutin shoes sold thereafter, creating a brand symbol that gained increasing 

recognition over the years, ultimately achieving undisputed worldwide 

recognition.  A-280-A-282, A-309-A-396.  The United States Patent and 

Trademark Office (“USPTO”) confirmed that Louboutin’s bright lacquered red 

affixed to the outsoles of high fashion women’s designer footwear is an 

enforceable trademark, informing consumers that such shoes originate from 

Louboutin, and granted a federal registration to Louboutin in January 2008 (the 

“Red Outsole Mark”).  A-294.  The federally registered Red Outsole Mark today 

has become one of the most powerful brand identifiers of the twenty-first 

century.  A-283-A-284, A-398-A-400, A-402-A-408, A-542-A-543.

Direct competitor Yves Saint Laurent (“YSL”) imitated the Red Outsole 

Mark on certain models of its shoes for its 2011 Cruise collection, A-291, and 

this lawsuit followed.  A-291-A-292.  YSL acknowledges that the red outsole is 

the signature of the CHRISTIAN LOUBOUTIN brand and widely recognized as 

such, see A-292, A-525-A532, A-833-A-834, A-844, A-855, A-872-A-873, A-

876-A-877, A-1671, but nonetheless employs a virtually identical red outsole on 

its directly competing women’s high fashion designer footwear sold in the same 
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high-end retail channels to the same consumers. A-84, A-89, A-92, A-95, A-98-

A-99, A-102, A-105.

YSL’s use of the Red Outsole Mark threatens Louboutin’s exclusive 

rights to the signature of its brand, A-292, and undermines Louboutin’s vigorous 

enforcement of its trademark rights against other copyists. A-290.  If permitted 

to continue, YSL’s use of Louboutin’s distinctive brand identifier will likely 

confuse customers as to the source, sponsorship, affiliation or approval of 

women’s footwear bearing the Red Outsole Mark or a confusingly similar mark.  

The result would be an inability of Louboutin to control the brand identity it has 

built over the past two decades and an erosion of consumer recognition of the 

Red Outsole Mark as the signature of the CHRISTIAN LOUBOUTIN brand.  

These consequences of YSL’s unauthorized use of the Red Outsole Mark 

threaten irreparable harm from which Louboutin would be unable to recover.  

Further, third parties will certainly rush in to follow YSL’s example, 

accelerating the damage to Louboutin’s premier symbol identifying its brand.  

See A-1373, A-1629-A-1631.

The district court (the Honorable Victor Marrero) acknowledged the 

distinctiveness, fame and federal registration of the Red Outsole Mark, SPA-3-

SPA-4, but nonetheless found it likely invalid based upon its appeal to 

consumers, i.e., under the questionable and limited doctrine of aesthetic 
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functionality, SPA-8.  Ignoring a record of decades of vigorous competition in 

the market for women’s high fashion designer footwear, the court below made 

the sweeping and unsupported ruling that no single color could serve as a 

trademark on an item of fashion because it would unduly hinder competition.  

SPA-29.

The sweeping per se rule announced by the court below is legally 

erroneous and must be reversed, because it violates the Lanham Act and 

controlling precedents of the United States Supreme Court and of this Court.  It 

is equally defective because there is no evidentiary support in the record below 

for the purported factual findings on which the lower court based its per se rule.  

The evidence below shows vigorous competition in the fashion industry for 

women’s high fashion designer footwear notwithstanding and during the very 

same period of Louboutin’s two decades of substantially exclusive use of the 

Red Outsole Mark.  A-282, A-831, A-402-A-408, A-542, A-553. Even YSL has 

sold thousands of pairs of shoes in the United States market without red 

outsoles, and has largely avoided use of red on the soles of its footwear over the 

years that Louboutin has been in business.  See A-838, A-850.  The same is true 

for other highly successful competitors, such as Manolo Blahnik, Chanel, Gucci, 

Jimmy Choo, Sergio Rossi, Prada, Hermes, Dior, Lanvin, and Louis Vuitton, to 
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name a few competitors acknowledged on the record below by YSL.  A-402-A-

408, A-831, A-990.

These uncontradicted and undisputed facts of record repudiate the lower 

court’s conclusory and unsupported statements that a single color mark:

• “would unduly hinder not just commerce and competition, but art 

as well,” SPA-17;

• would “pose . . . threats to legitimate competition in the designer 

shoe market,” id. at 21;

• “would impermissibly hinder competition among other 

participants,” id. at 21-22;

• “would hinder competition not only in high fashion shoes, but 

potentially in the markets for . . . dresses, coats, bags, hats and 

gloves. . .,” id. at 22; and

• would “raise[] the specter of fashion wars,” id. at 28.

To the contrary, competition has remained vigorous in the designer shoe 

market throughout the nearly twenty years that Louboutin has made 

substantially exclusive use of the red outsole as a brand identifier.  See A-282, 

A-313, A-402-A-408, A-831. If anything, the competition has increased since 

the Red Outsole Mark was granted a Certificate of Registration on the Principal 

Register by the USPTO on January 1, 2008, A-294, with new entrants 
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establishing a presence alongside companies with a long history.  The Luxury 

Institute lists no fewer than 29 luxury women’s shoe brands in 2008, and 38 

brands in the same category in 2010. A-402-A-408. YSL itself acknowledges 

Chanel, Gucci, Sergio Rossi, Jimmy Choo, Prada, Dior, Miu Miu, Frye, Hermes, 

Lanvin and Louis Vuitton, as well as Louboutin, as active competitors in the 

market for women’s luxury shoes..  A-831, A-990. These uncontradicted facts 

of record demonstrate that the district court’s findings must be set aside as 

clearly erroneous.  

Perhaps misled by its own inapposite analogy of designers in the fashion 

industry to the great painters Monet and Picasso, the lower court’s finding that 

Louboutin’s Red Outsole Mark would unduly hinder competition is contradicted 

by the vigorous competition in the market for women’s luxury shoes and 

unsupportable under Fed. R. Civ. P. 52.  The district court’s sweeping per se

rule that a single color mark may not act as a trademark in the fashion industry --

even where it has become a world famous brand identifier -- because it would 

hinder competition, is similarly clearly erroneous and unsupportable under Fed.

R. Civ. P. 52, because it is directly contradicted by the undisputed record 

evidence of unceasing competition among many companies in the market for 

women’s luxury shoes.  See A-281-A-282, A-402-A-410, A-542-A-543, A-831, 

A-857-A-859.
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The district court’s decision should accordingly be reversed, and a 

preliminary injunction should be entered in favor of Louboutin enforcing the 

famous Red Outsole Mark.

STATEMENT OF FACTS

Christian Louboutin designs, makes and sells high fashion women’s 

designer footwear, and has done so since he opened his own business in 1991.  

A-280.  In 1992 he adopted a distinctive trademark for his brand of luxury shoes 

by applying a bright lacquered red to the outsoles of the shoes.  A-280-A-281. 

Virtually every pair of high fashion shoes sold by Louboutin since that time has 

bright red outsoles, whether they harmonize or clash with the rest of the shoe.  

A-280.  From modest beginnings, Louboutin built its business and its brand over 

the years to become one of the leaders in the vigorously competitive world of 

high fashion women’s designer footwear.  A-402-A-410, A-444-A-445.  In the 

U.S. market alone, Louboutin projects retail sales for 2011 in the range of $135 

million, far higher than its earlier years.  A-290.

Integral to Louboutin’s success has been its unique, federally registered 

Red Outsole Mark.  A-280-A-282, A-294, A-611-A-615. Louboutin has made 

substantially exclusive use of bright red outsoles since 1992, A-280-A-282, A-

313, and the USPTO recognized that the Red Outsole Mark had become a 

distinctive, strong brand identifier by issuing a Certificate of Registration on 
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January 1, 2008. A-294.  The Red Outsole Mark has grown to attain 

“worldwide recognition,” SPA-4, and has become one of the strongest 

trademarks of our times.  The New York Times on July 28, 2011 refers to Mr. 

Louboutin as “the designer known for his red soles.” A-1691.

A. Louboutin’s History, Growth and Substantially Exclusive Use 
of the Red Outsole

In 1992 world-renowned designer Christian Louboutin transformed a 

nondescript and previously ignored part of a shoe, the outsole, into an “instantly 

recognizable” item by painting the black outsole of a prototype shoe with red 

nail polish.  A-280-A-281, A-298.  Since 1992, virtually all models of 

Louboutin’s high fashion women’s designer footwear have borne the Red 

Outsole Mark.  A-280.  As a result, the Red Outsole Mark has become 

Louboutin’s signature and the identifier of CHRISTIAN LOUBOUTIN footwear 

in the minds of consumers.  E.g., A-283-A-284, A-298, A-457-A-473, A-611-A-

615.  To Louboutin’s knowledge, no other designer has engaged in significant

use of a bright red lacquered red outsole during that time.  A-281-A-282, A-313.

The Louboutin brand has grown exponentially since CHRISTIAN 

LOUBOUTIN footwear entered the U.S. market in 1992.  Louboutin’s 2011 U.S. 

retail sales projections for its footwear are $135 million.  A-289-A-290.  

Louboutin’s significant commercial success has had an unintended result: 

copyists have unlawfully attempted to plagiarize the Red Outsole Mark, 
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requiring Louboutin to vigorously police its trademarks.  A-290, A-1412, A-

1466-A-1470.  For example, Louboutin has commenced legal action and 

engaged in other enforcement activities, such as monitoring the Internet for 

shoes that infringe Louboutin’s trademarks, including the Red Outsole Mark.  

A-290, A-1412, A-1466-A-1468. Louboutin brought this suit to halt sales of 

YSL shoes with infringing red outsoles as soon as it learned of them.  

B. Louboutin Has Generated Considerable Goodwill and Brand 
Recognition Among Consumers

Louboutin employs strict quality control measures, and CHRISTIAN 

LOUBOUTIN shoes symbolize quality and status.  A-283-A-284.  Genuine 

CHRISTIAN LOUBOUTIN products are sold only at CHRISTIAN LOUBOUTIN

boutiques, exclusive retailers such as Bergdorf Goodman, Neiman Marcus, Saks 

Fifth Avenue, Barneys New York and Nordstrom, high-end Internet retailer Net-

A-Porter.com and the Louboutin e-commerce site located at 

<www.christianlouboutin.com>.  A-283.  Mr. Louboutin and the CHRISTIAN 

LOUBOUTIN brand have also received numerous accolades.  E.g., A-542-A-

543.  For example, from 2007 to 2010, the Luxury Institute named Louboutin as 

the top brand in the category of Most Prestigious Women’s Shoes, and Footwear 

News anointed Mr. Louboutin the 2010 Person of the Year.  A-398, A-402-A-

408, A-444-A-445.  
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Since their introduction in 1992, CHRISTIAN LOUBOUTIN footwear has 

also been embraced by individuals who influence public brand awareness such 

as editors of major fashion magazines, celebrity stylists and celebrities, 

including A-list actresses, television personalities, and pop music stars.  A-282, 

A-298, A-535, A-612-A-613.  For example, Oprah Winfrey, Gwyneth Paltrow, 

Beyoncé, Madonna, Jennifer Lopez and Sarah Jessica Parker are a handful of 

luminaries who are regularly photographed wearing Louboutin’s shoes.  A-538-

A-540.  Moreover, Mr. Louboutin’s peers in the fashion industry, including 

Diane von Furstenberg, Peter Som, Roland Mouret and Marchesa, have outfitted 

their models with Louboutin shoes to complement their collections at their 

runway shows during Fashion Week.  A-539-A-540.

As a result, the Red Outsole Mark is among the world’s most famous and 

widely recognized brands and receives extraordinary, widespread unsolicited 

media exposure.  See, e.g., A-280-A-282, A-295-A-396, A-538-A-540, A-542.  

The Red Outsole Mark has been featured in print and online media worldwide, 

including Vogue and Elle, in television programs and movies, including The 

Proposal, Sex and the City, Sex and the City 2, Desperate Housewives, and in 

the runway shows of such fashion designers as Diane von Furstenberg, Peter 

Som, Roland Mouret and Marchesa.  A-538-A-540, A-542, A-548-A-553, A-

610-A-653.  As the Boston Globe recognized in October 2006, “anyone who 
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truly knows fashion [can] spot a real classic [such as] the red sole of a Christian 

Louboutin heel.” A-282, A-364-A-365.

“A-list” celebrities are also regularly photographed wearing CHRISTIAN 

LOUBOUTIN shoes, and the photographs regularly appear online and in

national magazines such as Us Weekly and People.  A-282, A-286, A-538-A-

540, A-542, A-675, A-692-A-722, A-724-A-793.  For example, Scarlett 

Johansson and Halle Berry wore Louboutin shoes to the 2011 Academy Awards.  

A-539, A-720.  Gwyneth Paltrow, Beyoncé, Jennifer Lopez, Lea Michele, 

Jennifer Hudson, Heidi Klum and Kim Kardashian wore Louboutin shoes to the 

2011 Grammy Awards.  A-539, A-721-A-722.  Christina Aguilera wore 

Louboutin shoes during her performance of the “Star Spangled Banner” at Super 

Bowl XLV in February 2011.  A-538.

The bright lacquered red outsole is so identified with the Louboutin brand 

that even nail salons pay homage to this distinctive mark by offering a 

Louboutin manicure, in which the underside of the nail is painted with a scarlet 

polish. A-298.  The Red Outsole Mark has also been the subject of a pop music 

song entitled “Louboutin’s”: “Watch these red bottoms/ and the back of my 

jeans; Watch me go, bye baby.” Id. (emphasis added).  Pop diva Jennifer Lopez 

recorded this song and performed it on a number of nationally televised 
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programs, including the popular Fox television show So You Think You Can 

Dance in which Ms. Lopez emerged from a giant red shoe.  A-298, A-540.

C. Louboutin’s Promotional Efforts Have Further Strengthened 
the Distinctiveness and Fame of the Red Outsole Mark

Louboutin spends approximately $2 million each year on promotional 

activities to build consumer recognition and fame of the CHRISTIAN 

LOUBOUTIN brand and its signature Red Outsole Mark.  A-284-A-285.  The 

commercial success of Louboutin products and Louboutin’s unique marketing 

and promotional practices have afforded CHRISTIAN LOUBOUTIN footwear 

extraordinary, widespread unsolicited media exposure, A-289, A-295-A-306, A-

538-A-540, further strengthening the relationship between Louboutin, the Red 

Outsole Mark and CHRISTIAN LOUBOUTIN footwear in the minds of 

consumers.  A-456-A-473.

Louboutin’s promotional activities include participating in a cooperative

advertising program with its major retail customers, A-284, maintaining an e-

commerce website and a strong presence on social media sites including 

Facebook, where Louboutin has approximately 500,000 fans, A-284, A-288, 

inviting editors of virtually all of the major U.S. fashion magazines to 

Louboutin’s offices in Paris during Paris Fashion Week for Special Presentation 

days and scheduling unique personal appearances with Mr. Louboutin, where he

is known to sign the red soles of his customers’ Louboutin shoes with special 
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messages, including marriage proposals, A-541-A-542, A-608, A-673.  Even 

celebrities flock to Mr. Louboutin’s personal appearances and request that he 

sign their Louboutin shoes.  A-541.

Louboutin’s marketing strategy focuses on “sample trafficking” handled 

by the Louboutin press offices.  A-284-A-285, A-536-A-537, A-671-A-673.  

Hundreds of sample Louboutin shoes bearing the Red Outsole Mark are loaned 

each season in response to requests by editors, producers and stylists for use in 

movies, on television shows, in magazine fashion photo shoots and editorials, 

and by celebrities at “red carpet” events.  A-284-A-285.  Louboutin’s sample 

trafficking program thus puts product in the hands of individuals who influence 

style and fashion trends and who place Louboutin footwear showing the Red 

Outsole Mark in publications, movies, television shows, fashion shows and at 

celebrity events.  Id., A-671-A-672.  As a result of these practices, millions of 

consumers have read publications that feature Louboutin shoes and the Red 

Outsole Mark and have seen Louboutin shoes and the Red Outsole Mark in 

movies and on television.  A-285-A-286, A-676-A-677.

Unique collaborations further enhance recognition of the Louboutin brand 

and the Red Outsole Mark in consumers’ minds.  In 2009, the toy company 

Mattel commemorated the fiftieth anniversary of Mattel’s BARBIE® doll.  A-

540, A-598-A-600.  Mr. Louboutin designed a special edition of his famous 
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peep-toe pumps in BARBIE® pink, which were worn by models during a 

BARBIE® runway show at Mercedes Benz Fashion Week in New York.  Mattel 

issued three limited edition BARBIE® dolls wearing CHRISTIAN LOUBOUTIN

shoes with their signature red soles, and a 2010 calendar was also created and 

offered for sale.  A-598-A-600.

As a result of Louboutin’s marketing practices, consumer exposure to the 

brand and recognition of the Red Outsole Mark as the signature of the 

Louboutin brand have soared.  Consumers readily recognize that shoes 

containing the distinctive Red Outsole Mark originate from Louboutin.  

D. The U.S. Patent and Trademark Office Acknowledges the 
Distinctiveness of the Red Outsole Mark

In January 2008, the USPTO awarded Louboutin a trademark registration 

on the Principal Register for the Red Outsole Mark.  A-294.  The application 

was supported by a detailed history, which established to the satisfaction of the 

USPTO that the Red Outsole Mark had acquired secondary meaning long before 

the Certificate of Registration issued on January 1, 2008.  See A-309-A-396, A-

1475-A-1478.  By issuing a Certificate of Registration for the Red Outsole 

Mark, the USPTO recognized that the Red Outsole Mark is a presumptively 

valid trademark.  The Red Outsole Mark identifies to the public that Louboutin 

is the source of high fashion women’s designer shoes bearing the Red Outsole 

Mark and distinguishes CHRISTIAN LOUBOUTIN brand shoes from those 
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manufactured by other designers.  See, e.g., A-1471-A-1472, A-1615, A-1621, 

A-1628.  Louboutin’s trademark registration for the Red Outsole Mark is valid 

and sustaining.

E. YSL’s Infringing Activities Create a Likelihood of Confusion 
on the Undisputed Evidence of Record

In January 2011, Louboutin learned that one of its competitors, YSL, was 

promoting and selling footwear in the United States with bright red lacquered 

outsoles at the same high-end retail establishments that carry CHRISTIAN 

LOUBOUTIN shoes, and on these stores’ websites.  A-75-A-79, A-291, A-823-

A-824.  YSL acknowledges that it is selling these infringing products despite its 

knowledge of Louboutin, that the Red Outsole Mark is a strong visual code for 

high fashion footwear, and that the Red Outsole Mark is famous, distinctive and 

the signature mark of CHRISTIAN LOUBOUTIN footwear.  A-525-A-532, A-

833-A-834, A-844, A-855, A-872-A-873, A-876-A-877, A-1671.  By selling 

footwear containing outsoles that are virtually identical or confusingly similar to 

the Red Outsole Mark, YSL unfairly seeks to capture a market created by and 

through Louboutin’s extensive efforts over the past two decades.  See A-292.

Louboutin filed the instant trademark infringement and dilution action 

after  efforts to settle on business terms with YSL broke down and YSL refused

to halt sale of the infringing footwear.  Id.  Louboutin’s ability to control its 

distinctive brand and its reputation is impaired by YSL’s infringing sales.  Id.  
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Louboutin sought a preliminary injunction below to halt irreparable harm to its 

brand and to forestall the potential destruction of its world famous, federally 

registered Red Outsole Mark.  Id.

F. The Record Evidence Proves Likelihood of Confusion 

The record below demonstrates that likelihood of confusion is established 

by the first four Polaroid factors: (1) the Red Outsole Mark is strong, SPA-3-

SPA-4, (2) YSL’s red sole is virtually identical, compare A-560-A-591, with A-

512-A-513, A-515-A-516, A-520, and (3 and 4) the parties’ products are 

women’s high-end luxury shoes at a similar price point sold in the same 

channels of commerce and thus there is no gap to bridge between the products,

A-75-A-79, A-823-A-824, A-831, A-832.1  See Polaroid Corp. v. Polarad 

Elecs. Corp., 287 F.2d 492, 495 (2d Cir. 1961).

Importantly, these factors are all established by explicit admissions of 

YSL.  As YSL acknowledges, the Red Outsole Mark is famous and the signature 

  
1 The fifth Polaroid factor, actual confusion, is proven on the record by retailers 
removing YSL shoes with red soles because they were confusingly similar to 
Louboutin’s product.  A-824, A-992.  In addition, in Louboutin’s online survey, 
47.1% of the respondents identified a YSL shoe with a red outsole “as coming 
from Christian Louboutin.”  A-142, A-145.  The Court need not resolve YSL’s 
challenge to Louboutin’s survey results because actual confusion is proven by 
the retailers’ return of YSL product and because likelihood of confusion is 
proven by the first four Polaroid factors.  
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of CHRISTIAN LOUBOUTIN brand shoes.2  A-292, A-525-A-532, A-833-A-

834, A-844, A-855, A-872-A-873, A-876-A-877, A-1671.  Both YSL 

documents and witnesses hold up the Red Outsole Mark as the very exemplar of 

a strong visual code for high fashion women’s footwear.  See also A-834, A-

855, A-873, A-876-A-877, A-1671. 

YSL also admits that there is vigorous competition in the fashion industry 

for women’s high fashion designer footwear notwithstanding Louboutin’s two 

decades of substantially exclusive use of the Red Outsole Mark.  A-831, A-990.  

YSL itself acknowledges that there are a number of competitors, including 

Chanel, Gucci, Sergio Rossi, Jimmy Choo, Prada, Dior, Miu Miu, Frye, Hermes, 

Lanvin and Louis Vuitton, as well as Louboutin, in the market for women’s 

luxury shoes.  Id. With rare exception, none of the competitors has colored the 

outsoles of their women’s shoes with a red color.  There is absolutely no 

evidence in the record that use of a red outsole was significant.  

YSL also admits to using a red outsole on its own high fashion women’s 

designer shoes.  A-525-A-532, A-971-A-972.  The similarity between the Red 

Outsole Mark and the red outsoles of YSL’s infringing footwear, both in color 

and configuration, is self-evident.  Compare A-560-A-591, with A-512-A-513, 

A-515-A-516, A-520. YSL also admits that its high fashion women’s footwear 
  

2 The district court also acknowledged that the Red Outsole Mark has become 
famous, further indicating its strength.  See infra at I.B.
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competes directly with Louboutin high fashion women’s footwear and is sold in 

the same high-end retail outlets, at similar price points and over the Internet.  

See, e.g., A-75-A-79, A-823-A-824, A-831, A-832.

G. District Court Decision

In a decision and order dated August 10, 2011 (the “Decision”), the 

district court acknowledged that the red outsole has become “closely associated 

with Louboutin,” and that Louboutin has transformed “the staid black or beige 

bottom of a shoe into a red brand with worldwide recognition.”  SPA-3-SPA-4.  

The court also acknowledged the federal registration of the Red Outsole Mark 

and the statutory presumption of validity.  SPA-9.  The district court nonetheless 

ruled that the Red Outsole Mark cannot withstand a validity challenge under the 

doctrine of aesthetic functionality.  The court went on to announce an a priori 

rule that a single color may not serve as a trademark on a fashion item.  The 

court below began by analogizing designers in the fashion industry to great 

painters.  It asked the reader to put aside “the thousand technicalities lawyers 

would conjure and quibble about in arguing why the imagined case is inapposite 

or distinguishable from the real controversy before the Court,” SPA-14

(emphasis added), and held that designers in the fashion industry may not be 

deprived of access to any color or shade of color in their work of devising new 

designs for fashion apparel and accessories. Continuing with its admittedly 
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“imagined case,” the court postulated that, in the purportedly unique world of 

fashion, all colors are tools of the trade which may not be appropriated by any 

competitor, even if a color has become a strong source identifier as is the case 

with Louboutin’s Red Outsole Mark.  On that basis the court ruled the mark not 

likely to survive a validity challenge and denied the preliminary injunction.

SUMMARY OF THE ARGUMENT

Louboutin’s federally registered Red Outsole Mark has achieved 

widespread consumer recognition, even fame, as the district court found.  SPA-

3-SPA-4.  The lower court’s ruling that the mark is nonetheless likely invalid 

based on aesthetic functionality because of the court’s diktat that a single color 

on a fashion item may not serve as a trademark constitutes an error of law 

contrary to the Lanham Act, and contrary to holdings of the United States 

Supreme Court and this Court.  Color as a trademark is provided for in the 

Lanham Act and has been upheld by the United States Supreme Court and by 

this Court in controlling precedent ignored by the court below.

Color is protectable as a trademark unless it is essential to the use or 

purpose of the article, or affects its cost or quality.  Louboutin’s Red Outsole 

Mark fits neither requirement.  By putting a distinctive red color on the 

previously ignored bottom portion of the shoe, Louboutin established a strong 

brand identifier.  The red outsole has no utility and in fact adds to the cost of 

Case: 11-3303     Document: 45     Page: 29      10/17/2011      419093      103



21

manufacture, to the economic advantage of competitors.  That the Red Outsole

Mark is pleasing to consumers does not impair its ability to act as a trademark.  

So long as competitors have alternatives -- here a wide array of other red shades 

and an infinite array of other colors, see, e.g., A-1479 -- there is no hindrance to 

competition and the trademark will be enforced.

The lower court’s rule that a single color may not act as a trademark on a 

fashion item departs from the record before the court (as the court itself 

acknowledged in referring to the “imagined case”), and ignores the wide 

rejection of the doctrine of aesthetic functionality and the strict limitations 

imposed on that doctrine in cases in which appearance of a product alone drives 

consumer demand.  This Court has made clear that any hindrance to competition 

arising from exclusive use of color as a trademark must be balanced against the 

importance to commerce of enforcing trademark rights.  Where, as here, other 

colors are available to competitors and where, as here, there has in fact been no 

diminution of competition, a color mark will be enforced.  The law will not 

accept a “blanket prohibition” because “[w]hen a color serves as a mark, 

normally alternative colors will likely be available for similar use by others.” 

Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 168 (1995).  The district 

court’s per se ban on single color trademarks in the fashion industry is thus 

overruled by controlling precedent.  Nor, contrary to the lower court, is the 
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fashion industry a special case, because color is important to product and 

packaging designers in all consumer products industries.  The lower court’s 

purported distinction between so-called industrial use and use in the fashion 

industry is thus a distinction without a difference. Tiffany’s blue color box and 

Louboutin’s Red Outsole Mark are conceptually the same as a matter of 

trademark law.  In any event, the Red Outsole Mark withstands a validity 

challenge under proper trademark analysis because it is a strong brand identifier, 

not essential to the manufacture or sale of women’s high fashion designer shoes, 

and has not impaired competition at all.

The district court’s denial of a preliminary injunction was an abuse of 

discretion because it was based on an erroneous analysis and on purported 

findings of fact without support in the record.  The court below recognized the 

distinctiveness and fame of the Red Outsole Mark as an identifier of the 

CHRISTIAN LOUBOUTIN brand, but improperly gave no weight to the 

statutory presumption of validity, engaged in an improper dissection analysis of 

the mark, grossly overstated the limitations imposed by the mark on competitors 

and ignored undisputed proof of likelihood of confusion and irreparable harm to 

Louboutin.
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ARGUMENT

This Court reviews the denial of a preliminary injunction for abuse of

discretion.  E.g., County of Nassau v. Leavitt, 524 F.3d 408, 414 (2d Cir. 2008).  

Applying an improper legal standard or misapplying the law to the facts 

constitutes an abuse of discretion requiring reversal and entry of a preliminary 

injunction.  Warner-Lambert Co. v. Northside Dev. Corp., 86 F.3d 3, 6 (2d Cir. 

1996). A district court also abuses its discretion when it “relies on a clearly 

erroneous finding of fact, or when it makes an error in the substance or form of 

[its] order.”  Rosen v. Siegel, 106 F.3d 28, 31 (2d Cir. 1997) (internal citation 

and quotation omitted). Underlying legal errors are reviewed de novo; findings 

of fact, for clear error.  E.g., Niagara Hooker Employees Union v. Occidental 

Chem. Corp., 935 F.2d 1370, 1374 (2d Cir. 1991).

To obtain a preliminary injunction, Louboutin must “show (a) irreparable 

harm and (b) either (1) likelihood of success on the merits or (2) sufficiently 

serious questions going to the merits to make them a fair ground for litigation 

and a balance of hardships tipping decidedly toward the party requesting the 

preliminary relief.”  Citigroup Global Mkts., Inc. v. VCG Special Opportunities 

Master Fund Ltd., 598 F.3d 30, 35 (2d Cir. 2010) (internal quotation marks 

omitted). 
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Because Louboutin satisfied this test, the Court should have enjoined YSL 

from selling shoes with outsoles that are confusingly similar to the Red Outsole

Mark and from further damaging and diluting Louboutin’s significant goodwill 

and reputation.  The court below made serious errors of law resulting in an 

abuse of discretion in denying the preliminary injunction.

I. THE DISTRICT COURT ERRED IN HOLDING THAT 
LOUBOUTIN’S RED OUTSOLE MARK WAS NOT ENTITLED 
TO LEGAL PROTECTION AS A TRADEMARK ON THE 
GROUND OF AESTHETIC FUNCTIONALITY

Louboutin’s federally registered Red Outsole Mark has achieved 

widespread consumer recognition, even fame, as the district court found.  SPA-

3-SPA-4.  The lower court’s ruling that the mark is nonetheless likely invalid 

based on aesthetic functionality because of the court’s diktat that a single color 

on a fashion item may not serve as a trademark constitutes an error of law 

contrary to the Lanham Act, and contrary to holdings of the United States 

Supreme Court and this Court..

A. A Single Color May Act as a Trademark

The Lanham Act defines “trademark” to include “any word, name, 

symbol, or device, or any combination thereof.”  15 U.S.C. § 1127.  “If a shape, 

a sound, and a fragrance can act as symbols,” so can a single color according to 

a unanimous Supreme Court of the United States.  Qualitex Co. v. Jacobson 
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Prods. Co., 514 U.S. 159, 162 (1995) (green-gold color on dry cleaning press 

pads); see also In re Owens-Corning Fiberglas Corp., 774 F.2d 1116, 1128 

(Fed. Cir. 1985) (pink for fiber glass insulation).  Reversing the appeals court’s 

prohibition on “color alone” as a trademark, the Supreme Court explained that 

“customers may come to treat a particular color on a product . . . (. . . such as . . . 

red on the head of a large industrial bolt) as signifying a brand,” and therefore 

“to act as a mark. . . .”  Qualitex, 514 U.S. at 163.  

The doctrine of functionality precludes use of a product feature as a 

trademark “‘[i]f it is essential to the use or purpose of the article or if it affects 

the cost or quality of the article,’ that is, if exclusive use of the feature would put 

competitors at a significant non-reputation-related disadvantage.”  Id. at 165.  

Color alone can act as a trademark where that color acts “as a symbol that 

distinguishes a firm’s goods and identifies their source, without serving any 

other significant function,” where “‘there is [no] competitive need for colors to 

remain available in the industry’.”  Id. at 166.  

In Qualitex, the Supreme Court held that the green-gold press pads met 

these requirements.  Avoiding noticeable stains did not undermine the green-

gold trademark, because other colors are equally useable for that purpose.  Nor 

was potential “shade confusion” an impediment, because courts traditionally 

decide quite difficult questions about likelihood of confusion and can apply 
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likelihood of confusion “standards to a color, replicating, if necessary, lighting 

conditions under which a colored product is normally sold.”  Id. at 167-68.  

Similarly, the argument of “color depletion” was “unpersuasive” according to 

the Supreme Court, because, “[w]hen a color serves as a mark, normally 

alternative colors will likely be available for similar use by others.”  Id. at 168.  

This Court has strongly endorsed the Supreme Court’s holding “that a 

color or color code, even one that contributes to the function of the product, may 

be protected under the Lanham Act. . . .”  Fabrication Enters., Inc. v. Hygenic 

Corp., 64 F.3d 53, 58 (2d Cir. 1995).  In Fabrication Enterprises, the colors of 

color-coded exercise bands identified the source of the product, but also 

indicated increasing levels of resistance to the user, thus unmistakably 

performing a useful function.  Nonetheless, this Court endorsed the ability of the 

color coding to serve as a trademark, because the “dispositive issue is whether 

that benefit [(i.e., showing resistance levels)] may be achieved by alternative 

means.”  Id. at 61.  

In this case, the district court’s ruling -- that a single color on a fashion 

item may not act as a trademark inexplicably contradicts the federal trademark 

statute, controlling Supreme Court precedent, and controlling precedent of this 

Court.  It is wrong as a matter of law and must be reversed.  As the district court 

recognized, Louboutin’s Red Outsole Mark acts as a strong source identifier.  
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SPA-3-SPA-4.  It thus constitutes a strong trademark.  The red is a particular 

shade of red, clearly identified by the Certificate of Registration. See A-294, A-

1473-A-1474.  It is undisputed that hundreds, if not thousands, of shades of red 

remain for use by competitors, as do many thousands of other colors.  Moreover, 

the Red Outsole Mark is more concisely circumscribed because it must be on the

outsole of women’s high fashion designer footwear.  See A-294.  As such, the 

mark is not solely a single color, but more narrowly, a single color in a specific 

configuration applied to one part of a high fashion shoe.  And the part of the 

shoe on which it appears -- the outsole -- is the least prominently visible part of 

the shoe product, a part that historically has been ignored as a design feature 

because of its pedestrian role as the main contact with the pavement or other 

surface on which the wearer is standing.  See also A-298.  These narrow 

constraints, which the lower court ignored in its ruling, make the Red Outsole 

Mark a distinctive identifier of the Louboutin brand.  In addition, the Red 

Outsole Mark does not have any significant function -- aesthetic or otherwise --

which leaves the field wide open for competition.  See A-309-A-396.

The non-aesthetic function of the red outsole cited by the court below was 

the increased expense involved in manufacture.  Inexplicably, the lower court 

states that “the higher cost of production is desirable” and therefore a useful 

function to push up the price of the product. SPA-20-SPA-21. This is surely the 
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first time a court has ruled that a higher cost of production is beneficial to the 

producer of the product.  It is illogical, unsupported by the record on appeal and 

wrong as a matter of law.  See LeSportsac, Inc. v. K Mart Corp., 754 F.2d 71, 76 

(2d Cir. 1985) (for purposes of the functionality analysis, “[a] design feature 

affecting the cost or quality of an article is one which permits the article to be 

manufactured at a lower cost”) (internal quotation marks omitted) (emphasis 

added); see also, e.g., Asics Corp. v. Wanted Shoes, Inc., No. 04-1261, 2005 

U.S. Dist. LEXIS 17187, at *12 (C.D. Cal. Jan. 25, 2005) (granting preliminary 

injunction and finding that stripe design mark on shoes was non-functional 

because the design complicates and increases the cost of manufacture); Adidas-

Salomon Ag v. Target Corp., 228 F. Supp. 2d 1192, 1195 (D. Ore. 2002) (toe 

and sole designs for athletic shoes are non-functional because they increase

production costs).  No competitive advantage attaches to a producer of shoes by 

having to spend more to produce the product.  This ruling alone is enough to 

require reversal of the district court’s decision.  

The court below quoted Christian Louboutin himself for the proposition 

that the red color he chose gives his shoes “energy” and is “engaging”; also that 

it is “sexy” and “attracts men.”  SPA-19.  But the law welcomes the creation of 

pleasing and engaging designs for trademarks.  Qualitex, 514 U.S. at 170.  These 

are aesthetic characteristics appropriate for a design feature which has become a 
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strong trademark.  Knitwaves, Inc. v. Lollytogs Ltd., 71 F.3d 996, 1006 (2d Cir. 

1995) (leaf and squirrel designs on fall-themed children’s sweaters were 

aesthetic, not functional, and did not restrict defendant’s and other clothing 

manufacturers’ ability to produce alternative competitive designs); Villeroy & 

Boch Keramische Werke K.G. v. THC Sys., Inc., 999 F.2d 619, 621 (2d Cir. 

1993) (aesthetically appealing and attractive design on high quality china is

capable of serving as an indicator of source); LeSportsac, 754 F.2d at 76-78 

(source-identifying design features on handbags are non-functional and eligible 

for protection even if the product may be purchased because of its aesthetic 

appeal and the design contributes to the product’s commercial success); see also 

Ashley Furniture Indus. v. Sangiacomo N.A., 187 F.3d 363, 375 (4th Cir. 1999) 

(“The aesthetically pleasing features of a product generally serve the dual 

purpose of attracting customers to the product and making them distinctive in a 

manner that is capable of identifying them as having derived from an individual 

source.”).  The quotations in fact come from the declaration that Christian 

Louboutin submitted in support of the application to register the Red Outsole 

Mark in 2007, which attached voluminous evidence proving the distinctiveness 

of the mark.  See A-309-A-396. The USPTO issued the Certificate of 

Registration on January 1, 2008, in recognition of the validity of the mark as a

powerful identifier of source.  A-294.
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The appeal to consumers of the Red Outsole Mark supports its validity as 

a trademark.  Competition is not hindered at all by the Red Outsole Mark 

because competitors are free to use the identical red color all over their shoes 

except the outsole, without infringing.  See, e.g., A-1615-A-1616, A-1621. The 

lower court erred by ignoring the fact that the aesthetic functions it identifies are 

fully available to competitors at the same time that the Red Outsole Mark is 

enforced as a trademark which identifies the source of the goods.

Aesthetic appeal of the Red Outsole Mark does not negate its purpose as a 

strong brand identifier, nor does its potential use as a design feature in the world 

of fashion, as discussed in section I.B. below.  Vigorous competition in the 

market for women’s high fashion designer footwear, with dozens of competitors 

who do not put Louboutin’s red color on their outsole, e.g., A-402-A-408, A-

831, only confirms that the Red Outsole Mark does not hinder competition.  It is 

therefore entitled to be enforced as a trademark.

B. Louboutin’s Red Outsole Mark is Not Impaired by the Doctrine 
of Aesthetic Functionality

The Supreme Court in Qualitex cites with approval the Restatement 

(Third) of Unfair Competition § 17, Comment c, pp. 175-176 (1993), for the 

proposition that the ultimate test of aesthetic functionality is whether the 

recognition of trademark rights “would significantly hinder competition.”  514 

U.S. at 170.  Thus, “where a color serves a significant nontrademark function . . 
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. courts will examine whether its use as a mark would permit one competitor (or 

a group) to interfere with legitimate (nontrademark-related) competition through 

actual or potential exclusive use of an important product ingredient.”  Id.  

Importantly, as this Court has recognized, “a finding that a color serves a useful 

non source-identifying function . . . is in fact only the starting point for 

analysis of whether protecting the color . . . would restrain competition unduly.”  

Fabrication Enters., 64 F.3d at 58 (emphasis added).  

The test endorsed by the Supreme Court and this Court for determining 

whether color is sufficiently functional to preclude trademark protection was 

originally articulated in Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 

456 U.S. 844, 850 n.10 (1982), which stated that color is protectable as a 

trademark unless it is “essential to the use or purpose of the article” or “affects 

[its] cost or quality.”  See also Qualitex, 514 U.S. at 169; Fabrication Enters., 

64 F. 3d at 58.  Louboutin’s Red Outsole Mark is not essential to the purpose of 

the women’s high fashion designer footwear on which it appears, nor does it 

affect the cost or quality in an anti-competitive way, because it increases 

production cost.  A-309, A-1478; see Cartier v. Samo’s Sons, Inc., No. 04 Civ. 

2268, 2005 U.S. Dist. LEXIS 23395, at *31 (S.D.N.Y. Oct. 11, 2005) (watch 

design is not functional because it does not make the watch easier or less 
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expensive to manufacture).  The mark is accordingly entitled to protection as a 

trademark because it does not hinder competition at all.

The law encourages the creation of “esthetically pleasing mark designs.”  

Qualitex, 514 U.S. at 170.  “[T]he fact that a design feature is attractive does 

not, to repeat, preclude its being trademarked.”  W.T. Rogers Co. v. Keene, 778 

F.2d 334, 343 (7th Cir. 1985) (Posner, J.); see also LeSportsac, 754 F.2d at 76-

77; Krueger Int’l, Inc. v. Nightingale Inc., 915 F. Supp. 595, 606 (S.D.N.Y. 

1996) (chair design was non-functional and entitled to protection because it 

could serve both an aesthetically pleasing and source-identifying function).  

Rogers was entitled to trademark protection for the hexagonal shape of its end 

panels on its plastic stacking office trays because the “hexagonal shape of the 

end panel does nothing to enhance the tray’s utility in holding papers.”  Rogers, 

778 F.2d at 342-43.  Even if aesthetically pleasing, the hexagonal shape may be 

claimed as a trademark because “an infinity of geometrical patterns would 

remain open to competitors.”  Id. at 343.  

In the same way, Louboutin’s Red Outsole Mark does not enhance the 

utility of the high fashion women’s shoes on which it appears, and therefore 

presents no competitive disadvantage for other shoe companies.  It does not 

make the outsole more absorbent or more durable; if anything it shows wear 

more easily.  A-309.  In addition, it adds to the cost of production, giving 
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competitors an economic advantage.  Id.; see also A-1478.  The fact that the Red 

Outsole Mark is aesthetically pleasing does not undermine its validity as a 

trademark, because just as in Rogers, “an infinity of [colors and patterns] would 

remain open to competitors.”  778 F.2d at 343.

The district court’s Decision strays into legal error by announcing a per se

rule that a single color on a fashion item may not act as a trademark.  The lower 

court derives this rule not from any prior cases, but from its flawed premise that, 

by (questionable) analogy to great painters, designers in the fashion industry 

may not be deprived of access to any color or shade of color in their work of 

devising new designs for fashion apparel and accessories.  SPA-13-SPA-18.  In 

effect, the lower court postulates that, in the purportedly unique world of 

fashion, all colors are tools of the trade which may not be appropriated by any 

competitor, even if a color has become a strong source identifier for a particular 

brand, as is acknowledged to be the case for the Louboutin Red Outsole Mark.  

There is no support in the Lanham Act or in the law of trademarks for this a 

priori approach to analysis of trademark rights.

To the contrary, the law requires a fact-specific analysis of the particular 

design/device in the context in which it operates as a source identifier to 

determine whether there is undue hindrance of competition. As the Supreme 

Court states in Qualitex, a “blanket prohibition” is unwarranted, because 
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“[w]hen a color serves as a mark, normally alternative colors will likely be 

available for similar use by others.”  514 U.S. at 168-69.

As the Rogers court states, if the trademarked design element “is the kind 

of merely incidental feature which gives the brand some individual distinction 

but which producers of competing brands can readily do without,” then 

trademark rights will be upheld.  778 F.2d at 346.  And as this Court forcefully 

observed in Fabrication Enterprises, “the competitive benefits of protecting the 

source-identifying aspects of the feature under the Lanham Act may outweigh 

the competitive costs of precluding competitors from using the feature.”  64 F.3d 

at 59.  Thus, the law requires a court to examine the empirical facts in detail 

before making a determination whether a color or other design feature which has 

attained source-identifying status should be upheld because competitors have 

many alternatives available.  Put another way, the benefits to commerce of 

trademark protection must be balanced against any limitations on competitors; if 

the hindrance to competition is small or de minimus, trademark rights will be 

upheld.  The district court in this case erred in announcing a per se rule that a 

single color could not be permitted to function as a trademark in the fashion 

industry, without attempting to do the analysis that the law requires to determine 

whether the competitive benefits of trademark protection outweigh some 

incidental limits on competitors.
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The record here demonstrates that Louboutin uses the red outsole as a 

brand identifier, exactly as contemplated by the Lanham Act, and not as a design 

element of the shoe.  Virtually all Louboutin women’s high fashion designer 

footwear have the distinctive lacquered red outsole, regardless of whether that 

color coordinates with the rest of the shoe or clashes with it.  A-280.  It is an 

identifier of source, not a design element of the particular shoe and has become 

the signature of the brand for consumers.  Consumers have conferred brand 

identification status, i.e., trademark status, on the Red Outsole Mark.

The record here in fact demonstrates that the Louboutin Red Outsole 

Mark has achieved prominent recognition as an identifier of source without 

hindering competition at all.  See, e.g., A-283-A-284, A-398-A-400, A-402-A-

408.  To the extent competitors wish to apply color as a design element to the 

previously ignored outsole, they may choose from hundreds of shades of red and 

thousands of other colors without infringing the Red Outsole Mark.  See, e.g., A-

1615-A-1616, A-1621.  The record also shows that many companies compete 

effectively against Louboutin in the market for high fashion designer women’s 

footwear without applying Louboutin’s distinctive red color to the outsoles of 

their shoes.  A-283-A-284, A-402-A-408.  Jimmy Choo, Manolo Blahnik, 

Versace and Valentino, among others, compete effectively in the sale of high 

fashion footwear without resort to copying the Red Outsole Mark.  YSL itself 
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has sold thousands of pairs of shoes without applying Louboutin’s distinctive

red to the outsoles of its shoes.  Under these circumstances, the mark should be 

enforced, especially as it is a federally registered mark which enjoys a statutory 

presumption of validity.  See 15 U.S.C. § 1057(b).  There is no evidence of 

record to challenge that validity.  The lower court’s determination that 

Louboutin’s mark is likely invalid must therefore be reversed.

II. THE DISTRICT COURT ERRED IN APPLYING THE STRICTLY 
LIMITED DOCTRINE OF AESTHETIC FUNCTIONALITY TO 
HOLD THAT A SINGLE COLOR ON A FASHION ITEM COULD 
NOT ACT AS A TRADEMARK 

The doctrine of aesthetic functionality has been strictly limited by the 

courts, and rightly so, because if aesthetic appeal alone is “functional,” 

“functionality would swallow up much, perhaps all, of trademark law.”  Rogers, 

778 F.2d at 340. Thus, if “a competitor could adopt the distinctive Mercedes 

circle and tri-point star or the well-known golden arches of McDonald’s, all 

under the rubric of aesthetic functionality,” “simply because a consumer likes a 

trademark, or finds it aesthetically pleasing,” then it “would be the death knell 

for trademark protection.”  Au-Tomotive Gold, Inc. v. Volkswagen of Am., Inc.,

457 F.3d 1062, 1064 (9th Cir. 2006).  In that case the Ninth Circuit rejected the 

argument that use of the Volkswagen and Audi trademarks on key chains and 

related items was aesthetically functional because the trademarks themselves 

were “the actual benefit that the consumer wishes to purchase.”  Id.  

Case: 11-3303     Document: 45     Page: 45      10/17/2011      419093      103



37

Similarly, this Court has observed that “ornamental features that do not 

hinder potential competitors from entering the same market with differently 

dressed versions of the product” are eligible for trademark protection.  

Fabrication Enters., 64 F.3d at 59 (quoting Stormy Clime Ltd. v. ProGroup, 

Inc., 809 F.2d 971, 977 (2d Cir. 1987)). “[T]hat a trademark is desirable does 

not . . . render it unprotectable.”  Bd. of Supervisors for La. State Univ. Agric. & 

Mech. Coll. v. Smack Apparel Co., 550 F.3d 465, 488 (5th Cir. 2008) (school 

colors on apparel not functional).  

That consumers like the red outsoles of Louboutin’s shoes and may find 

them aesthetically pleasing accordingly does not permit YSL to employ them on 

competing goods in violation of Louboutin’s trademark rights.  Louboutin first

adopted red outsoles on a wide scale basis in 1992 and over the years, 

Louboutin’s Red Outsole Mark has become the signature of the CHRISTIAN 

LOUBOUTIN brand akin to Chanel’s interlocking “C’s”, Burberry plaid, 

Tiffany’s blue box and Louis Vuitton’s monogram design.  See, e.g., A-280-A-

282, A-295-A-306.  In other words, Louboutin not only had the inspiration to 

adopt the red outsole as its distinctive brand, it also built that brand over the 

years into one of the most prominent trademarks of our time.  See Anne Chasser 

& Jennifer Wolfe, Brands Rewired, Intellectual Asset Management Magazine: 

Brands in the Boardroom 2011 (2011), at 12; A-283-A-284, A-402-A-408, A-
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611-A-615.  It is no wonder that some competitors have tried color on the 

previously ignored outsole of their shoes, or that unscrupulous copyists have 

imitated the Red Outsole Mark in an effort to capitalize on the cachet and 

goodwill associated with the Red Outsole Mark and the CHRISTIAN 

LOUBOUTIN brand.  A-290.  Nonetheless, YSL and other competitors have 

countless other color choices and design options for decorating the outsoles of 

their competing shoes.  

Strict limitations on aesthetic functionality in the law mean that the Red 

Outsole Mark is entitled to trademark protection because it does not stifle 

legitimate competition.  By extension, any single color on a fashion item may be 

entitled to trademark protection where it does not unduly hinder competition.  

The lower court’s sweeping ruling that designers in the fashion industry must 

have access to each and every color shade in order to create fashion designs 

pleasing to the public founders on these fundamental limitations to the doctrine 

of aesthetic functionality laid down by the Supreme Court in Qualitex, by this 

Court in Fabrication Enterprises, and by the Lanham Act itself.  As an error of 

law, the lower court’s ruling must be reversed.

Ironically even if the wrong-headed approach taken by the lower court 

had been properly applied to the undisputed facts of record, the Red Outsole 

Mark would be found not to be aesthetically functional.  This is because it is not 
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solely a single color mark, but consists also of a specific configuration and 

placement on the outsole of women’s shoes.  See A-294.  This multi-component 

mark is what the trademark law protects.  Thus even applying the lower court’s 

abstract pronouncement that a single color on a fashion item cannot constitute a 

valid trademark, the Red Outsole Mark would still pass muster because it is not 

only a single color in the abstract, but also a color in a particular configuration 

on a particular part of the fashion item (indeed, not the entire item but its bottom 

only).  The district court’s opinion below went awry by ignoring the particulars 

of the mark and the context in which it is used. Thus, the Red Outsole Mark is 

no different from multicolor fashion industry trademarks, which the court 

acknowledged are valid and enforceable. SPA-12-SPA-13.

More broadly, the lower court’s announcement of a sweeping rule that no 

single color may be trademarked in the fashion industry contradicts the Lanham 

Act and binding precedent of the Supreme Court and of this Court.  The Lanham 

Act defines “trademark” to include “any word, name, symbol, or device, or any 

combination thereof.”  15 U.S.C. § 1127.  A color mark that has acquired 

distinctiveness and is not functional may be registered.  Trademark Manual of 

Examining Procedure at § 1202.05(a), (b); Qualitex, 514 U.S. at 171-72; 

Fabrication Enters., 64 F.3d at 57-58.  
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The lower court’s ruling also makes no sense in light of its conclusion that 

fashion industry trademarks containing multiple colors, such as the red, black, 

tan and white of Burberry’s plaid, are enforceable.  SPA-12-SPA-13.  According 

to the lower court, Burberry could sell high fashion women’s footwear with 

plaid outsoles and prevent third parties from selling shoes with confusingly 

similar outsoles, but Louboutin cannot prevent third parties from selling shoes 

with outsoles that are confusingly similar to the Red Outsole Mark.  The lower 

court has created a distinction without a difference.  In both circumstances, 

shades of colors acting as a trademark have been removed from the designers’ 

palettes.  

Further, the court’s a priori rule lacks any support whatsoever in the 

record below and is in fact contradicted by the record.  Louboutin has had 

substantially exclusive use of the Red Outsole Mark since 1992, A-282, A-313,

and its federal registration issued on January 1, 2008. A-294.  There has been 

no diminution in the competition in the fashion industry over those time periods, 

and no shortage of new designs for shoes, let alone for other fashion items such 

as dresses, coats, suits, shirts, pants, skirts, hats, belts and the like.  A-283-A-

284, A-398, A-402-A-408, A-542-A-543.  If anything, the competition has 

become more intense, especially in the nearly four years since federal 

registration of the Red Outsole Mark.  A-402-A-408.  Yet that competition has 
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essentially avoided making use of Louboutin’s Red Outsole Mark.  Even YSL 

has sold thousands of pairs of shoes in direct competition with Louboutin 

without employing any red on the outsoles of the shoes.  A-838, A-850.  Only in 

the past year did the YSL infringing shoes appear, and they sold less well than 

YSL shoes with tan, neutral, black, or other color outsoles.  No inhibition 

whatsoever of designers in the fashion industry as a result of the enforcement of 

single color marks is evidenced on the record of this case.  Thus there is not a 

scintilla of evidence to support the lower court’s sweeping pronouncement of a 

ban on single color trademarks in the fashion industry.

The court below erred in giving credence to YSL’s argument that in the 

fashion industry aesthetic use of color is literally the function of the products.  It 

compounded the error by conducting its analysis from the perspective of the 

designer, divorced from competition in the marketplace, and not from the 

perspective of the consumer.  The function of shoes is to cover or clothe the 

foot.  Color may constitute a design feature for a shoe, but is not utilitarian.  

YSL’s argument that aesthetic use is literally the function of the shoe is 

accordingly bogus.  Color as a design element on a shoe may be pleasing to the

consumer, but that is not a bar to acting as a trademark, as outlined above. 

The lower court’s focus on the creative and expressive needs of the 

designer looks through the wrong end of the telescope.  The purpose of 
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trademark law is to facilitate the consumer’s choice of products with defined 

quality characteristics and to protect the producer’s goodwill among the 

consumers.  The source-distinguishing ability of a mark is created by 

consumers, not by product designers in the fashion industry or in other

consumer product industries.  If consumers do not associate a color or other 

design with a particular brand or source, the design cannot act as a trademark.  

But if consumers recognize red soles as emanating from Louboutin, yellow 

arches as identifying a McDonald’s restaurant, a red pocket tab as signifying 

Levi’s jeans, plaid as indicating a Burberry trench coat, a blue box as indicating 

jewelry from Tiffany, and a blue heel rectangle as a Keds shoe, then the color 

and design do indeed act as trademarks.  This fundamental characteristic of 

trademarks -- that the consumer market decides what constitutes an effective 

identifier of source -- resolves the lower court’s overblown concerns about the 

“specter of fashion wars.”  SPA-28.  Louboutin’s Red Outsole Mark does not 

raise this concern because it is located on an ordinarily ignored portion of the 

shoe, it is constant no matter what other colors or design features the rest of the 

Louboutin shoe has, A-280, A-298, and it has become the signature of the 

Louboutin brand, A-525-A-532, A-834, A-844, A-855, A-1671.

The lower court’s ruling is both too broad and too narrow at the same 

time.  The sweeping ruling that no single color may act as a trademark is 
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contrary to law as outlined above.  It also incorrectly places the fashion industry 

on a pedestal where it does not belong, and simultaneously excludes all other 

consumer product industries.  Creativity, of course, exists in other consumer 

products industries, and color as a design element is important to designers of 

other products and to designers of packaging for other products.  The fashion 

industry is no different from other consumer product industries.  The lower 

court’s announcement of a separate rule for the fashion industry is unsupported 

by the record and constitutes an error of law.

III. THE DISTRICT COURT’S DENIAL OF A PRELIMINARY 
INJUNCTION WAS AN ABUSE OF DISCRETION BECAUSE THE 
COURT’S ANALYSIS WAS LEGALLY ERRONEOUS

The record below established that Louboutin was entitled to a preliminary 

injunction.  However, the legal errors in the district court’s analysis of the issues 

below led it to an abuse of discretion in denying a preliminary injunction.

A. The District Court Erroneously Gave No Weight to the 
Statutory Presumption of Validity 

Louboutin’s federal registration for the Red Outsole Mark establishes a 

statutory presumption that the mark is valid, the registration is valid, and 

Louboutin has the exclusive right to use it.  See 15 U.S.C. § 1057(b).  The court 

below erred in giving this statutory presumption no weight.  The burden is on 

the defendant to present evidence to challenge the presumptive validity of the 

mark. Lane Capital Mgmt., Inc. v. Lane Capital Mgmt., Inc., 192 F.3d 337, 345
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(2d Cir. 1999) (upholding trademark due to absence of evidence to challenge 

presumptive validity).  No evidence was presented on the record below to 

challenge the presumption of validity, but the lower court nonetheless found the 

mark likely invalid on the basis of an unsupported determination of aesthetic 

functionality.  As noted above in Section II, aesthetic functionality is a strictly 

limited doctrine.  Trademarks are designed to be pleasing to customers, and the 

law encourages that.  See, e.g., Villeroy & Boch Keramische Werke K.G. v. THC 

Sys., Inc., 999 F.2d 619, 621 (2d Cir. 1993) (aesthetically appealing and 

attractive design on high quality china is capable of serving as an indicator of 

source).  Trademark law serves the basic purpose of assuring the consumer that 

she is getting goods of known quality from a trusted source, and assures a 

producer that it “will reap the financial, reputation-related rewards associated 

with a desirable product.”  Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 

164 (1995).  Accordingly, an advantage to the trademark owner based on the 

appeal of its mark to the consuming public will be upheld by the law.  Only 

strong evidence of hindrance to competition can overcome a federally registered 

mark, and the presumption of validity puts the burden on the defendant to 

present evidence of an adverse effect on competition.  

The record below contains no such evidence. YSL’s argument that it 

needs to use the Red Outsole Mark or a confusingly similar design in order to 
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produce a “monochrome” shoe, or to provide a total color concept for an entire 

outfit (or line of clothing items) consistent with YSL tradition is refuted by both 

logic and by the record evidence.  As a matter of law and logic, all shades of red, 

including even the red employed in Louboutin’s trademark outsoles, are 

available to YSL designers for all other parts of the shoe without encroaching on 

Louboutin’s trademark rights.  Hence YSL remains fully equipped to dress its 

runway models from head to toe in all colors, and to produce shoes that are truly 

monochrome red, without restriction.  Only the outsole must remain sufficiently 

different from the Red Outsole Mark to avoid infringement.  This recognition 

and enforcement of Louboutin’s federally registered trademark imposes no 

restriction on competition by YSL at all.  Only an effort to ride on Louboutin’s 

Red Outsole Mark, built over two decades of substantially exclusive use into 

one of the world’s most powerful brand identifiers, is off limits.  

Similarly, the evidence in the record below proves vigorous competition 

by YSL and by dozens of other makers of women’s high fashion designer 

footwear without encroaching on Louboutin’s trademark over the past twenty 

years.  A-283-A-284, A-398, A-402-A-408. Although YSL asserts it has used 

red outsoles from time to time on a limited number of shoe models in the 1970s 

and then again starting in 2003, A-976-A-977, the record contains no admissible 

evidence that any YSL shoes with red outsoles were sold in the U.S. market 
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before the Cruise 2011 season.  Furthermore, YSL’s unsupported assertions

merely prove that it has been fully able to compete without red outsoles from the 

1970s into the 2000s, and with at best de minimus use of red outsoles at other 

times.  In sum, respecting the trademark rights of Louboutin in the Red Outsole 

Mark has involved no hindrance of competition at all. Accordingly, the district 

court violated Section 7(b) of the Lanham Act in its ruling below.

B. The District Court Applied an Improper Analysis of 
Trademark Infringement and Trademark Dilution

The district court acknowledged the widespread renown and fame of the 

Red Outsole Mark, including “worldwide recognition,” SPA-3-SPA-4, but 

applied an improper analysis of trademark infringement and trademark dilution 

in its decision.  Instead of considering the Red Outsole Mark as registered, the 

lower court engaged in an improper dissection of the mark into its component 

parts and then discarded all except the color, in violation of controlling law.  

See, e.g., Technimed SRL v. Kidz-Med, Inc., 763 F. Supp. 2d 395, 406 (S.D.N.Y. 

2011) (“a mark may not be dissected in order to prove similarity [or 

dissimilarity]”) (citation omitted); Lane Capital Mgmt., Inc. v. Lane Capital 

Mgmt., Inc., 15 F. Supp. 2d 389, 395 (S.D.N.Y. 1998) (“one must view the mark 

in its complete form rather than dissect it into its component parts”).  In fact the 

mark consists of a particular red color, and a specific configuration and 

placement on the outsole of high fashion footwear.  When considered as a 
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whole, instances of infringement and dilution by YSL’s 2011 Cruise line shoes 

are unmistakable.  The Red Outsole Mark considered as a whole also avoids 

even the lower court’s own sweeping a priori rule against a single color mark in 

the fashion industry.  Proper consideration of the mark as a whole would also 

have deflated the district court’s flights of fancy about prohibiting red across all 

fashion items, SPA-22, as well as its unsupported “specter of fashion wars.”

SPA-28.  

In reality, the Red Outsole Mark confers a limited “exclusive right . . . in 

commerce,” 15 U.S.C. § 1057(b), and only prohibits others from using 

Louboutin’s red as depicted in the certificate of registration, or a confusingly 

similar shade of red, on the outsoles of women’s high fashion designer footwear.  

See A-294.  Competitors are not restricted from using the identical shade of red 

on any other part of the shoe, or indeed, on the entire shoe except the outsole.  

See, e.g., A-1615-A-1616, A-1621.  Conversely, all other non-confusingly 

similar shades of red and all other colors are available for use by competitors on 

the outsoles. In short, contrary to the factually unsupported speculation of the 

court below, the Red Outsole Mark does not restrict the use of Louboutin red on 

hats, coats, suits, dresses, belts, gloves, scarves, shoes or other fashion items. It 

does not restrict competitors from decorating their outsoles with the remaining 
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infinite number of colors. By engaging in dissection and fallacious logic, the 

district court committed errors of law.

C. The District Court Found the Red Outsole Mark Distinctive 
and World Famous, but Abused Its Discretion by Ignoring
Undisputed Proof of Likelihood of Confusion and Irreparable 
Harm

The district court found that the red outsole has become “closely 

associated with Louboutin,” that there are “240,000 pairs a year sold in the 

United States, with revenues of approximately $135 million projected for 2011,” 

and that “as an equally marked sign of Louboutin’s success, competitors and 

black market infringers . . . mimic and market its red sole fashion.”  SPA-3-

SPA-4.  The court also found that Louboutin has achieved “worldwide 

recognition at the high end of women’s wear,” and is associated with Hollywood 

starlets, celebrities, red carpet events, and has even been immortalized in the 

lyrics of a song by pop diva Jennifer Lopez.  Id.  Thus the court below found 

that the Red Outsole Mark is a powerful identifier of source and is also world-

famous.

The undisputed facts of record establish that YSL’s use of a nearly 

identical mark -- a bright red outsole, on identical goods -- women’s high 

fashion designer footwear, in the same channels of commerce -- high-end retail 

outlets and on-line sales -- creates a strong likelihood of confusion.  See A-142, 

A-146-A-147, A-292, A-824.  The strong identification by consumers of the Red 
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Outsole Mark with Louboutin found as a fact by the court below only enhances 

the likelihood of confusion when a competitor such as YSL employs a nearly 

identical mark on identical goods in the same marketing and sales channels to 

the same consumers.  Under the established factors set out in Polaroid, 287 F.2d 

at 295, likelihood of confusion is made out on undisputed facts on this record.  

Although no single Polaroid factor is determinative, the first three factors are 

“perhaps the most significant.”  Mobil Oil Corp. v. Pegasus Petroleum Corp., 

818 F.2d 254, 258 (2d Cir. 1987); see also New York City Triathlon LLC v. NYC 

Triathlon Club, Inc., 704 F. Supp. 2d 305, 333, 341 (S.D.N.Y. 2010).  Also, 

“[t]he public’s belief that the mark’s owner sponsored or otherwise approved the 

use of the trademark satisfies the confusion requirement.”  New York City 

Triathlon, 704 F. Supp. 2d at 329 (quotation omitted).  Both a likelihood of 

confusion as to source at the point of sale and post-sale is actionable.  Lois 

Sportswear, U.S.A., Inc. v. Textiles Y Confecciones Europeas, S.A., 799 F.2d 

867, 872-73 (2d Cir. 1986).

Because the undisputed facts of record prove a strong likelihood of 

confusion, it was an abuse of discretion for the court below to deny Louboutin’s 

motion for a preliminary injunction.  See, e.g., P. Daussa Corp. v. Sutton 

Cosmetics (P.R.), Inc., 462 F.2d 134, 136 (2d Cir. 1972) (reversing denial of 

preliminary injunction against cosmetics company where the marks are 
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“certainly likely to cause confusion, cause mistake or deceive”); Hills Bros. 

Coffee, Inc. v. Hills Supermarkets, Inc., 428 F.2d 379, 380-81 (2d Cir. 1970) 

(reversing denial of preliminary injunction to enjoin supermarket from labeling 

its coffee in a manner likely to cause confusion).

Louboutin’s likelihood of success on the merits in this case is 

independently established on the undisputed facts of record under its dilution 

claim.  The Red Outsole Mark is “widely recognized by the general consuming 

public . . . as a designation of source of the goods . . . of [Louboutin,] the mark’s 

owner.”  See 15 U.S.C. § 1125(c)(2)(A).  The lower court found the Red Outsole 

Mark to be famous.  By YSL’s own admission, the Red Outsole Mark became 

famous long before YSL began selling the Infringing Footwear in January 2011.  

The great commercial success of the Louboutin brand -- U.S. sales of 240,000 

pairs, and a retail sales value in the U.S. market for 2011 projected at $135 

million -- reflects its fame.  A-289-A-290.  Because YSL’s sale of shoes 

containing red soles will likely cause dilution of the famous Red Outsole Mark, 

an injunction against YSL is appropriate.  See 15 U.S.C. § 1125(c)(1).  

YSL’s use of red soles on its high fashion footwear dilutes the famous 

Red Outsole Mark by blurring which impairs the distinctiveness of the famous 

mark.  See 15 U.S.C. § 1125(c)(2)(B).  All statutory factors, 15 U.S.C. § 

1125(c)(2)(B)(i)-(vi), are proven here. As discussed above: (i) YSL’s red soles 
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are virtually identical to the Red Outsole Mark, compare A-560-A-591, with A-

512-A-513, A-515-A-516, A-520; (ii) the Red Outsole Mark has a high degree 

of distinctiveness, A-309-A-396; (iii) Louboutin’s use has been substantially 

exclusive, A-281-A-282, A-313; (iv) the Red Outsole Mark is widely recognized 

as the signature for CHRISTIAN LOUBOUTIN brand footwear, see A292, A-

525-A532, A-833-A-834, A-844, A-855, A-872-A-873, A-876-A-877, A-1671; 

(v) YSL explicitly sought a “strong visual code” and thus intended to create an 

association with the Red Outsole Mark; see, e.g., A-844; and (vi) the refusal of 

high-end retailers “to continue selling YSL shoes featuring red outsoles” proves 

the actual association with Louboutin’s mark. A-824, A-992.  

The undisputed evidence of record thus shows that continued sale of 

YSL’s infringing footwear will severely dilute the distinctive quality and value 

of the famous Red Outsole Mark, and Louboutin’s goodwill in this mark.  

Accordingly, it is likely that Louboutin will succeed on its dilution claim. The 

court below abused its discretion in denying a preliminary injunction on these 

undisputed facts.

Irreparable harm to Louboutin was also proven on the record below, based 

on the district court’s own findings.  A trademark owner’s loss of goodwill and 

ability to control its reputation constitutes irreparable harm sufficient to satisfy 

the preliminary injunction standard.  See Church of Scientology Int’l v. Elmira 
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Mission of the Church of Scientology, 794 F.2d 38, 43 (2d Cir. 1986) 

(“[I]rreparable harm exists . . . when the party seeking the injunction shows that 

it will lose control over the reputation of its trademark pending trial.”); Harris v. 

Fairweather, No. 11 Civ. 2125, 2011 U.S. Dist. LEXIS 46058, at *11 (S.D.N.Y. 

Apr. 28, 2011) (loss of control of mark demonstrates irreparable harm) (internal 

quotation marks omitted).  Harm to goodwill and reputation is the sort of harm 

that is impossible to quantify.  See Power Test Petroleum Distribs., Inc. v. Calcu 

Gas, Inc., 754 F.2d 91, 95 (2d Cir. 1985) (“Reputation is not calculable nor 

precisely compensable.”); Saban Entm’t, Inc. v. 222 World Corp., 865 F. Supp. 

1047, 1056 (S.D.N.Y. 1994). 

Louboutin has amassed substantial goodwill and a remarkable reputation 

selling shoes bearing the Red Outsole Mark, as the court below found.  SPA-3-

SPA-4.  Every day that YSL sells red-soled shoes, the ability of Louboutin to 

identify its goods and control its reputation by the Red Outsole Mark is lessened.  

In the post-sale market, consumer confusion will multiply.  See A-142. Third 

parties will follow YSL’s lead and copyists will be emboldened, posing a 

serious threat of destroying the strong identification of its brand that Louboutin 

has built in the Red Outsole Mark.  Thus, the harm to Louboutin established on 

the record below is both immediate and irreparable and will continue unless 
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enjoined.  The district court abused its discretion in denying Louboutin’s motion 

for preliminary injunction.

D. The District Court Violated Fed. R. Civ. P. 52 by Announcing a 
Per Se Rule and Making Findings of Fact that Were Not 
Supported by the Record

Fed. R. Civ. P. 52 requires the court to “find the facts specially and state 

its conclusions of law separately.”  In “refusing an interlocutory injunction, the 

court must similarly state the findings and conclusions that support its action.”  

Id.   Where the court’s findings of fact are unsupported by evidence, they are 

clearly erroneous, and will be set aside on appeal.  McCann v. Coughlin, 698 

F.2d 112, 123 (2d Cir. 1983) (“if the clearly erroneous standard is to have any 

significance, we cannot accept a finding that is completely unsupported by the 

evidence, and, indeed, is contradicted by overwhelming evidence”); Gemini 

Navigation, Inc. v. Philipp Bros. Div. of Minerals & Chemicals Philipp Corp., 

499 F.2d 745, 746 (2d Cir. 1974) (finding that lower court’s findings were 

clearly erroneous in violation of Rule 52).  

Here the court below made findings of fact about the fashion industry that 

were either completely unsupported by the record or actually contradicted by the 

record and which accordingly must be set aside as clearly erroneous.  The 

district court actually acknowledged that it embarked on its decision-making 

task by employing “a fanciful hypothetical,” an “imagined case,” instead of 
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addressing “the real controversy.”  SPA-13-SPA-14. The lower court 

compounded its error by engaging in findings contrary to and unsupported by 

the facts of record.  At the most fundamental level, the lower court determined 

that Louboutin sought to prevent “YSL from marketing . . . any shoes that use 

the same or a confusingly similar shade of red as that protected by the Red 

Outsole Mark.”  SPA-7.  To the contrary, Louboutin sought only to prevent YSL 

from using a confusingly similar shade of red on the outsoles of YSL’s shoes

and explicitly acknowledged that the rest of the shoe could be the identical color

as the red covered by the Red Outsole Mark.  

At the broad end of the district court’s unsupported speculation is its 

determination that “[p]ainting and fashion design stem from related creative 

stock.”  SPA-14. There was no evidence whatsoever on the record below about 

painting, let alone about its “creative stock” or its relation if any to fashion 

design.  The district court made many similar findings about parallels between 

painting and the fashion industry, each one of them lacking any evidentiary 

support in the record below.  For example, the court found that “both painting 

and fashion” “change as the seasons change.”  SPA-15.  This finding has no 

evidentiary basis; furthermore, it ignores an important fact of record, that the 

Red Outsole Mark does not change with the seasons, but remains the same 

constant symbol of the Louboutin brand.  
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The lower court’s odd per se rule that a single color may not serve as a 

trademark on a fashion item regardless of product or placement (e.g., a special 

button color would fail, a special blue box would fail, two stripes of Gucci 

would fail) because it “would unduly hinder not just commerce and competition, 

but art as well,” SPA-17, is similarly without a shred of evidentiary support in 

the record below.  It actually is contradicted by the vast weight of evidence 

showing vigorous competition in the market for women’s high fashion footwear 

despite two decades of substantially exclusive use of the Red Outsole Mark by 

Louboutin, and four years of vigorous competition following federal registration 

of the mark.  

The district court’s staggering, speculative “findings” that “Louboutin’s 

claim would cast a red cloud over the whole industry,” and that “Louboutin 

would thus be able to market a total outfit in his red, while other designers 

would not,” SPA-23, are equally untethered to the facts of record and in fact are 

contradicted by the undisputed record evidence.  The latter finding overlooks the 

fact that Louboutin does not sell “total outfit[s],” id., only shoes and accessories!

The former finding flies in the face of twenty years of free and unfettered 

competition in the fashion industry from head to toe without any impact from 

the Red Outsole Mark.
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It is difficult to understand the lower court’s concern about “the specter of 

fashion wars,” which the lower court itself regards as among “the broad 

spectrum of absurdities.”  SPA-28-SPA-29. Yet these findings underpin the 

district court’s refusal to issue a preliminary injunction.  These findings have no 

place in a decision in compliance with Fed. R. Civ. P. 52.  No evidence of 

record supports the court’s imagined “specter” or “spectrum.”  SPA-28-SPA-29.  

The court below simply ignores its own finding that the Red Outsole Mark has 

become a strong source identifier and is indeed world famous.  The court below 

also appears not to understand that trademarks are based on consumer 

recognition, and a word, symbol, color or design cannot act as a trademark 

unless the public recognizes it as an identifier of the source of a particular good 

or service.  Without such recognition, there is no purpose in the company 

employing a particular color in a particular configuration as the identifier of its 

brand.  

The Keds blue rectangle on the heel, the Burberry plaid, the Gucci stripes 

all act as trademarks because the consuming public has recognized them as 

indicators of source.  Outstripping them all has been the Red Outsole Mark, one 

of the most powerful trademarks in the world today.  Its trademark status has 

been conferred upon it by the consuming public.  Enforcing it poses none of the 

fanciful risks conjured by the court below, because competitors cannot 
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unilaterally decide to scoop up all the colors; only public recognition can breathe

life into another mark, whether it be a single color, several colors or another 

design element.

CONCLUSION

Because the district court committed errors of law in determining that 

Louboutin’s Red Outsole Mark was likely invalid, Louboutin respectfully asks 

this Court to reverse the district court’s Decision.  Because the district court 

abused its discretion in failing to find a likelihood of confusion and in failing to 

grant a preliminary injunction; Louboutin respectfully asks this Court to reverse 

the district court’s denial of a preliminary injunction and to remand the matter 

with directions that an appropriate preliminary injunction be granted.
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SPA-1

UNITED STATES DISTRICT COURT 
SOUTHERN DI STRICT OF NEW YORK 

-- -- -- --- ----- ------- ----- --- ---- --X 
CHRISTIAN LOUBOUTIN S.A. et al . , 

Plaintiffs, 

- against -

r 'SI )C SONY

IJOCl ; ~IENT . 
,~ 

I:LECTRONICAiJ.Y I'l l. 
I DOC #: ,. 

,! DAIHILED: ;tiM! 
i 

11 Clv. 2381 (VM) 

DBCISION AND ORDBR 

, 
! 

YVES SAINT LAURENT AMERICA, INC. 
et a!., ORIGINAL 

Defendants. 

-- -- --- ------- -- ---- --- -- ----------x 
VICTOR MARRERO, Unite d States Distric t J udge . 

Plaintiffs Christian Louboutin S.A. , Christian 

Louboutin, L.L.C. and Christian Louboutin individually 

(collectively, ~LouboutinH) brought this action against 

Yves Saint Laurent America, Inc., Yves saint Laurent 

America Holding. Inc., Yves Saint Laurent S.A.S., Yves 

saint Laurent, John and Jane Does A-z and unidentified XYZ 

Companies 1-10 (collectively, "YSLU
), asserting various 

claims under the Lanham Act, 15 U.S.C. § 1051 et seq. and 

New York law. YSL's opposition asserts various 

counterclaims seeking cancellation of Louboutin's trademark 

registration and damages. Louboutin now moves under Rule 

65 of the Federal Rules of Civi l Procedure for a 

preliminary injunction. For the reasons discussed below , 

Louboutin's motion is DENIED. 
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I. BACKGROUND1 

Sometime around 1992 designer Christian Louboutin had 

a bright idea . He began coloring glossy vivid red the 

ou t soles of his high fashion women's shoes . Whether 

inspired by a stroke of original genius or, as competitor 

YSL retort s, copied from King Louis XIV's red-heeled 

dancing shoes, o r Doro thy's famous ruby slippers in "The 

Wizard of Oz ," or other styles long available i n the 

contemporary market including those sold by YSL 

Christian Louboutin deviated fr om industry cus t om. In his 

own words, this dive r sion was meant to give his line of 

shoes "energy," a purpose fo r which he c hose a shade of red 

because he regarded it as "engaging, flirtatious, memorable 

and the color o f passion," as well as "sexy." (Mouro t 

De c!. Ex. C (Docket No . 22-7) 'li 3; i d. (Doc ket No. 22 - 12 ) 

at 4.) In pursuit o f the red sole's virt ues, Loubout i n 

invested substantial amounts o f capital building a 

reputation and good will, as well as promoting a nd 

1 The factual summary below is der ived f r om the following documents: 
Pl aintif f' s Ame nded Memorandum of Law in Support of Application for a 
Preliminary Injunction, dated June 21 , 2011, and any exh ibits a nd 
declarations attached thereto; Defendants/Counterclaim-Plaintiffs' 
Memor a ndum o f Law in Opposition to Motion f or Pr elimina r y Injunction, 
d a ted July 12, 2011, a nd any exhibits and declarations attached 
thereto ; a nd Plaintiff ' s Reply Memorand um o f Law in Support o f 
Application for II Pre liminary Injunction, dated July 19, 2011, and any 
e xhibits a nd declarations attached thereto. The Cour t will make no 
f u r ther c i tations to these sources unless otherwise spec ified. 

- 2-
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protecting Louboutin's claim to exclusive ownership of the 

mark as its signature in women's high fashion footwear. 

Over the years, the high fashion industry responded. 

Christian Louboutin's bold divergence from the worn path 

paid its dividends. Louboutin succeeded to the point 

where, in the high-stakes commercial markets and social 

circles in which these things matter a great deal, the red 

outsole became closely associated with Louboutin. Leading 

designers have said it, including YSL, however 

begrudgingly. Film stars and other A-list notables equally 

pay homage, at prices that for some styles command as much 

as $1,000 a pair. And even at that expense, a respectable 

niche of consumers wears the brand, to the tune of about 

240,000 pairs a year sold in the United States, with 

revenues of approximately $135 million projected for 201l. 

When Hollywood starlets cross red carpets and high fashion 

models strut down runways, and heads turn and eyes drop to 

the celebrities' feet, lacquered red out soles on high

heeled, black shoes flaunt a glamorous statement that pops 

out at once. For those in the know, cognitive bulbs 

instantly flash to associate: "Louboutin. " This 

recognition is acknowledged, for instance, at least by a 

-3 -
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clientele of the well-heeled, in the words of a lyrical 

stylist of modern times: 

BOy, watch me walk it out 
. walk this right up out the house 

I'm throwin' on my Louboutins. ~ 

And as an equally marked sign of Louboutin'S success, 

competitors and black market infringers, while denying any 

offense, mimic and market its red sole fashion. 

No doubt, then, Christian Louboutin broke ground and 

made inroads in a narrow market. He departed from 

longstanding conventions and norms of his industry, 

transforming the staid black or beige bottom of a shoe into 

a red brand with worldwide recognition at the high end of 

women's wear, a product visually so eccentric and striking 

that it is easily perceived and remembered. 

The law, like the marketplace, applauds innovators. 

It rewards the trend- setters, the market-makers, the path-

finding non-conformists who march to the beat of their own 

drums. To foster such creativity, statutes and common law 

rules accord to inspired pioneers various means of 

recompense and incentives. Through grants of patents and 

trademark registrations, the law protects ingenuity and 

penalizes unfair competi tion . In this case, the United 

2 Jennifer Lopez, Louboutins (Epic Records 2009). 
-4 -
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States Patent and Trademark Office ("PTO"), perhaps swayed 

in part by the widespread recognition the red sole had 

already attained, invested Louboutin's brand with legal 

distinction in 2008 by approving registration of the mark. 

The issue now before the Court is whether, despite 

Christian Louboutin's acknowledged innovation and the broad 

association of the high fashion red outsole with him as its 

source, trademark protection should not have been granted 

to that registration. 

The PTO awarded a trademark with Registration No. 

3,361,597 (the -Red Sole Mark-) to Louboutin on January 1, 

2008. The certificate of registration includes both a 

verbal description of the mark and a line drawing intended 

to show placement of the mark as indicated below: 

The verbal description reads: 

FOR: WOMEN'S HIGH FASHION DESIGNER FOOTWEAR, IN CLASS 
25 (U.S. CLS. 22 AND 39). 

FIRST USE 0 ~ 0-1992; IN COMMERCE 0 - 0-1992. 

-5 -

Case: 11-3303     Document: 45     Page: 75      10/17/2011      419093      103



Case 1:11-cv-02381-VM   Document 53    Filed 08/10/11   Page 6 of 32

SPA-6

THE COLOR (S) RED IS/ARE CLAIMED AS A FEATURE OF THE 
MARK. 

THE MARK CONSISTS OF A LACQUERED RED SOLE ON FOOTWEAR. 
THE DOTTED LINES ARE NOT PART OF THE MARK BUT ARE 
INTENDED ONLY TO SHOW PLACEMENT OF THE MARK. 

(Mourot Decl. Ex. A (Docket No. 22-1).) 

Louboutin approached YSL in January 2011 to discuss 

several models of shoes offered by YSL that Louboutin 

claims use the same or a confusingly similar shade of red 

as that protected by the Red Sole Mark. YSL, a fashion 

house founded in 1962, produces seasonal collections that 

include footwear. According to YSL, red out soles have 

appeared occasionally in YSL collections dating back to the 

1970s. Louboutin takes issue with four shoes from YSL's 

Cruise) 2011 collection: the Tribute, Tribtoo, Palais and 

woodstock models. Each of the challenged models bears a 

bright red outsole as part of a monochromatic design in 

which the shoe is entirely red (or entirely blue, or 

entirely yellow, etc.). An all -red version of the Tribute 

previously appeared in YSL's Cruise 2008 collection. 

After YSL refused to withdraw the challenged models 

from the market, Louboutin filed this action asserting 

claims under the Lanham Act for (1) trademark infringement 

l 'Cruisf!" in this context refers to the fashion season bet-ween winter 
and spring, which is sold in stores beginning in November of each year. 
{VaissiE Dec!. (Docket No. 34) 1 11 .) 

-6-
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and counterfeiting, (2) false designation of origin and 

unfair competition and (3) trademark dilution, as well as 

state law claims for (4 I trademark infringement, (5 I 

trademark dilution, (6) unfair competition and (7) unlawful 

deceptive acts and practices. In response , YSL asserted 

counterclaims seeking (1) cancellation of the Red Sole Mark 

on the grounds that it is (al not distinctive, (bl 

ornamental, (c) functional, and (d) was secured by fraud on 

the PTO, as 

interference 

competition. 

Louboutin 

well 

with 

now 

as (2) 

business 

seeks 

damages f o r 

relations and 

a preliminary 

(al 

(bl 

tortious 

unfair 

injunction 

preventing YSL from marketing during the pendency of this 

action any shoes that use the same or a confusingly similar 

shade of red as that protected by the Red Sole Mark. 

Hence, this case poses a Whitmanesque question. 

paraphrased for adaptation to the heuristics of the law, it 

could be framed like this. A lawyer said What is the red 

on the outsole of a woman's shoe? and fetching it to court 

with full hands asks the judge to rule it is 

-7-
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[A] gift and remembrancer designedly dropt, 
Bearing the owner's name someway in the corners, that we may 

see and remarK, and say Whose?' 

Because in <he fashion industry color serves 

ornamental and aesthetic functions vital <0 robust 

competition, the Court. finds that Louboutin is unlikely t.o 

be able t.o prove t.hat it.s red outsole brand is entitled to 

trademark prot.ection, even if it. has gained enough public 

recognition in t.he market. to have acquired secondary 

meaning. The Court therefore concludes that Louboutin has 

not established a likelihood that. it will succeed on its 

claims t.hat. YSL infringed the Red Sole Mark t.o warrant t.he 

relief t.hat. it. seeks. 

II. DI SCUSSION 

To obt.ain a preliminary injunction, Louboutin must 

establish "(1) irreparable harm and (2) either (a) a 

l ikelihood of success on the merits, or (b) sufficient.ly 

serious quest.ions going t.o the merits of its claims to make 

them fair ground for lit.igat.ion, plus a balance of the 

hardships tipping decidedly in [it.s favor]." Monserrate v . 

• Walt Whitman, Leaves of Grass 195 (Karen Karbiener ed., 2004). The 
text from which this passage derives (italics in the original) r eads: 

A child said What is the grass? fetching it to me with full hands 

I guess it is the handkerchief of the Lord, 
A scented gift and remembrancer designedly dropt, 
Bearing the owner's name someway in the corners, that we may 

see and remark and say Whose? 
-8-
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N. Y. State Senate, 599 F.3d 148 , 154 (2d Cir. 2010) 

(emphasis added); Zino Davidoff SA v. CVS Corp., 571 F. 3d 

238, 242 (2d Cir. 2009). 

A. TRADEMARK INFRINGEMENT AND UNFAIR COMPETITION UNDER 
THE LANHAM ACT 

To succeed on its claims for trademark infringement 

and unfair competition under the Lanham Act , Louboutin must 

demonstrate that ( 1) its Red Sole Mark merits protection 

and (2) YSL's use of the same or a sufficiently similar 

mark is likely to cause consumer confusion as to the origin 

or sponsorship of YSL ' s shoes. See Starbucks Corp . v. 

wolfe's Borough Coffee, Inc. , 588 F.3d 97, 114 (2d Cir. 

2009); Louis Vuitton Malletier v. Dooney & Burke, Inc., 454 

F.3d 108, 115 (2d Cir. 2006). 

The first question, therefore, is whether Louboutin's 

Red Sole Mark merits protection. The Lanham Act permits 

the registration of a -trademark," which it defines as 

any word, name, symbol, or device, or any combination 
thereof [,1 which a person has a bona fide 
intention to use in commerce and applies to register . 

, to identify and distinguish his or her goods . 
from those manufactured and sold by others and to 

indicate the source of the goods. 

15 U.S.C. § 1127. Louboutin's certificate of registration 

of the Red Sole Mark gives rise t o a statutory presumption 

that the mark is valid. See 15 U.S.C. § 1 057 (b ) ; Lane 
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capit.al Mgmt . , Inc. v. Lane capital Mgmt., Inc., 192 F.3d 

337, 345 (2d Cir. 1999) However, that presumption of 

validity may be rebutted. See Lane Capital Mgmt., 192 F.3d 

at 345. 

Color alone "sometimes~ may be protectable as a 

trademark, "where that color has attained 'secondary 

meaning' and therefore identifies and distinguishes a 

particular brand (and thus indicates its 'source') .It 

Qualitex Co . v. Jacobson Prods. Co., 514 U.S. 159, 161, 163 

(1995 ) (emphasis added); Louis Vuitton Malletier, 454 F . 3d 

at 115. Conversely, color may not be protectable where it 

is "functional," meaning that the color i s essential to the 

use or purpose of the product, or affects the cost or 

quality of the product. Qualitex, 514 U. S. at 165. In 

short, color can meet the legal requirements for a 

trademark if it "act [sl as a symbol that distinguishes a 

firm ' s goods and identifies their source, without serving 

other significant function. " Id . at 166 (emphasis 

added) . As defined in the Restatement (Third) of Unfair 

Competition, a design is functional if its ~ aesthetic 

value" is able to ~confe[rl a significant benefit that 

cannot practically be duplicated by the use of alternative 
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designs. " Id. at 170 (quoting Restatement (Third) of 

Unfair Competition § 17 cmt. c (1993». 

Applying these principles, courts have approved the 

use of a single color as a trademark f or industrial 

products. See, ~, id. at 160 (green-gold for pads used 

on dry cleaning presses); In re Owens-Corning Fiberglas 

~, 774 F.2d 1116, 1123 (Fed. Cir. 1985 ) (pink for 

fibrous glass insulation). In some industrial markets the 

design, shape and general composition of the goods are 

relatively uniform, so as t o conform to industry-wide 

standards. Steel bolts, fiber glass wall insulation and 

cleaning press pads, for example, are what they are 

regardless of which manufacturer produces them. The 

application of color to the product can be isolated to a 

single purpose: to change the article's external 

appearance so as to distinguish one source from another. 

But, whatever commercial purposes may support 

extending trademark protection to a single color for 

industrial goods do not easily fit the unique 

characteristics and needs 

taste, and seasonal change 

the creativity, aesthetics, 

that define production of 

articles of fashion. That distinction may be readily 

visualized through an image of the incongruity presented by 
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use of color in other industries in contrast to fashion. 

Can one imagine industrial models sashaying down the 

runways in displays of the designs and shades of the 

season's collections of wall insulation? The difference 

for Lanham Act purposes, as elaborated below, is that in 

fashion markets color serves not solely to identify 

sponsorship or source, but is used in designs primarily to 

advance expressive, ornamental and aesthetic purposes. 

In the fashion industry, the Lanham Act has been 

upheld to permit the registration of the use of color in a 

trademark, but only in distinct patterns or combinations of 

shades that manifest a conscious effort to design a 

uniquely identifiable mark embedded in the goods. 

~, Louis Vui t ton Malletier, 454 F. 3d at 116 

See, 

("LV" 

monogram combined in a pattern of rows with 33 bright 

colors); Burberry Ltd . v. Euro Moda, Inc . , No. 08 eiv. 

5781, 2009 WL 1675080, at *5 (S.D.N.Y. June 10, 2009) 

(registered Burberry check pattern entitled to statutory 

presumption of validity). In these cases the courts 

clearly point out that the approved trademark applies to 

color not as an abstract concept, or to a specific single 

shade, but to the arrangement of different colors and thus 

their synergy to create a distinct recognizable image 

-12-

Case: 11-3303     Document: 45     Page: 82      10/17/2011      419093      103



Case 1:11-cv-02381-VM   Document 53    Filed 08/10/11   Page 13 of 32

SPA-13

purposely intended to identify a source while at the same 

time serving as an expressive, ornamental or decorative 

concept. 

The narrow question presented here is whether the 

Lanham Act extends protection to a trademark composed of a 

single color used as an expressive and defining quality of 

an article of wear produced in the fashion industry. In 

other words, the Court must decide whether there is 

something unique about the fashion world that militates 

against extending trademark protection to a single color, 

although such registrations have sometimes been upheld in 

other industries. 

To answer this question, and recognizing the fanciful 

business from which this lawsuit arises, the Court begins 

with a fanciful hypothetical. Suppose that Monet, having 

just painted his water lilies, encounters a legal challenge 

from Picasso, who seeks by injunction to bar display or 

sale of those works. In his complaint, Picasso alleges 

that Monet, in depicting the color of water, used a 

distinctive indigo that Picasso claims was the same or too 

close to the exquisite shade that Picasso declares is "the 

color of melancholy," the hallmark of his Blue Period, and 

is the one Picasso applied in his images of water in 
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paintings of that collection. By virtue of his 

longstanding prior use of that unique tinge of blue in 

context, affirmed by its registration by the trademark 

office, Picasso asserts exclusive ownership of the specific 

tone to portray that color of water in canvas painting. 

Should a court grant Picasso relief? 

Putting aside the thousand technicalities lawyers 

would conjure and quibble about in arguing why the imagined 

case is inapposite or distinguishable from the real 

controversy before the Court, the example contains some 

analytic parallels perhaps helpful in resolving this actual 

dispute. 

painting and fashion design stem from related creative 

stock, and thus share many central features. Both find 

common ground and goals in two vital fields of human 

endeavor, art and commerce. For the ultimate ends they 

serve in these spheres, both integrally depend on 

creativi ty. Fashion designers and painters both regard 

themselves, and others regard them, as being engaged in 

labors for which artistic talent, as well as personal 

expression as a means to channel it, are vital. Moreover, 

the items generated by both painters and fashion designers 

acquire commercial value as they gain recognition. 

-14-
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Louboutin himself would probably feel his sense of honneur 

wounded if he were considered merely a cobbler, rather than 

an artiste. But, as a matter differing only in degrees and 

order of priority, Louboutin and Picasso both may also be 

properly labeled as men of commerce, each in his particular 

market. 

The creative energies of painter and fashion designer 

are devoted to appeal to the same sense in the beholder and 

wearer: aesthetics. Both strive to please patrons and 

markets by creating objects that not only serve a 

commercial purpose but also possess ornamental beauty 

(subjectively perceived and defined). Quintessentially, 

both painting and fashion embrace matters of taste. In 

consequence, they share vicissitudes natural to any matter 

of palate or palette. They change as the seasons change. 

Styles, features, whole lines come and go with passing 

likes and dislikes, to be replaced by new articles with 

origins from regions where genius charts a different 

course. Items fall in and out of fashion in all nuances of 

the word, conveying not only currency but seasonality and 

transience. perhaps capturing something of that relative 

inconstancy, painting and fashion share a vocabulary. They 

speak in ethereal terms like fanciful, inventive, 
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eccentric, whimsical , visionary, and, to quote Louboutin 

again, "engaging, flirtatious" (f.1ourot Decl. Ex. C (Docket 

No. 22-7) , 3) -- all words which also have in common an 

aim to evoke and affect things of the moment. 

These creative means also share a dependence on color 

as an indispensable medium. Color constitutes a critical 

attribute of the goods each form designs. Alone, in 

combinations, in harmonious or even incongruous blends, in 

varying patterns and shapes, the whole spectrum of l i ght 

serves as a primal ingredient without which neither 

painting nor fashion design as expressive and ornamental 

art would flourish. For, color depicts elemental 

properties, As it projects expression of the artist's 

mental world, it captures the mutability, the fancy, the 

moods of the visual world, in both spheres working as a 

means to execute singular concepts born of imagination for 

which not just any other shade will do. Hence, color in 

this context plays a unique role . I t is a feature 

purposely given to an article of art or design to depict 

the idea as the creator conceived it, and to evoke an 

effect intended . In ornamenting, it dra· ... s a t tention t o 

i t self, and to the objec t. for which its tone forms a 

distinct expressive feature, From these perspectives, 

-15-
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color in turn elementally performs a creative function; it 

aims to please or be useful, not to identify and advertise 

a commercial source. 

But, as an offshoot of color, perhaps most crucial 

among the features painting and fashion design share as 

commerce and art, are two interrelated qualities that both 

creative fields depend upon to thrive, and indeed to 

survive: artistic freedom and fair competition. In both 

forms, the greatest range for creative outlet exists with 

its highest, most vibrant and all-encompassing energies 

where every pigment of the spectrum is freely available for 

the creator to apply, where every painter and designer in 

producing artful works enjoys equal freedom to pick and 

choose color from every streak of the rainbow. The 

contrary also holds. Placing off limit signs on any given 

chromatic band by allowing one artist or designer to 

appropriate an entire shade and hang an ambiguous 

threatening cloud over a swath of other neighboring hues, 

thus delimiting zones where other imaginations may not veer 

or wander, would unduly hinder not just commerce and 

competition, but art as well. 

The thrust and implications of the Court's analogy are 

clear. No one would argue that a painter should be barred 

-17-
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from employing a color intended to convey a basic concept 

because another painter, while using that shade as an 

expressive feature of a similar work, also staked out a 

claim to it as a trademark in that context. If as a 

principle this proposition holds as applied to high art, it 

should extend with equal force to high fashion. The law 

should not countenance restraints that ",'ould interfere with 

creativity and stifle competition by one designer, while 

granting another a monopoly invested with the r i gh t t o 

exclude use of an ornamental or functional medium necessary 

f o r freest and most product ive artistic expression by all 

engaged in the same enterprise. 

The question of whether the use of a single color in 

the fashion industry can constitute a valid mark 

necessarily raises another one: whether a single color may 

be ~functional~ in that context. "The functionality 

doctrine . . forbids the use of a product's feature as a 

trademark where doing so will put a competitor at a 

significant disadvantage becaUl::e the feature is ,, \ essential 

to the use or purpose of the article' or 'affects [its ] 

cost or quality.'" Qualitex, 514 U.S. at 169 {quoting 

Inwood Labs., Inc. v. Ives, 456 U. S. 844, 850 n.10 (19B2). 

Use of a single color has been held functional, and 
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therefore not protectable under the Lanham Act, in other 

contexts. See, ~, Brunswick Corp. v. British Seagull 

Ltd., 35 F.3d 1527, 1533 (Fed. cir . 1994) (black for marine 

outboard engines held functional because it is 

"compatib [Ie) .,dth a · .... ide variety of boat colors and [can] 

make objects appear smaller"); Deere & Co . v. Farmhand, 

I nc . , 560 F. supp. 85, 98 (S.D. Iowa 1982) (green for farm 

equipment held functional because farmers "prefer to match 

their loaders to their t r actor«). aff'd, 7 21 F. 2 d 253 (8th 

cir. 1983). These cases illustrate the principle that 

"Ial esthetic appeal can be functional; often 'Ne value 

products for their looks.H feD Mfg . LLC v . Honeywell Int' l 

Inc., 357 F.3d 649, 653 (7th Cir. 2003) 

original) . 

Christian Louboutin himself has 

(emphasis in 

acknowledged 

significant, nontrademark functions for choosing red for 

his outsoles. As already quoted above, he stated that he 

chose the color to give his shoe styles "energy- and 

because it is "engaging." {Mourot Decl. Ex. C (Docket No. 

22 -7) 1 3.) He has also said that red is "sexy" and 

"attracts men to the women who wear my shoes ,II (Id. ; 

Mourot Dec1. Ex. C (Docket No . 22-12) at 4.) YSL , tor its 

part, has used red to evoke Chinese design elements . For 
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the Cruise 2011 collection, YSL employed the monochromatic 

style that it indicates is part of the brand's history, 

meaning that each of the challenged shoe models is entirely 

red. The shoes also coordinate with clothing items offered 

in the same collection. Color serves an additional 

significant nontrademark function: -to satisfy the 'noble 

instinct for giving the right touch of beauty to common and 

necessary things.,n Qualitex, 514 U.S. at 170 (quoting G. 

Chesterton, Simplicity and Tolstoy 61 (1912)). The outsole 

of a shoe is, almost literally, a pedestrian thing. Yet, 

coated in a bright and unexpected color, the outsole 

becomes decorative, an object of beauty. To attract, to 

reference, to stand out, to blend in, to beautify, to endow 

with sex appeal 

color in fashion. 

all comprise nontrademark functions of 

The red outsole also affects the cost of the shoe, 

although perhaps not in the way Qualitex envisioned. 

Arguably, adding the red lacquered finish to a plain raw 

leather sole is more expensive, not less, than producing 

shoes otherwise identical but without that extra ornamental 

finish. (See Mourot Decl. Ex. C (Docket No. 22-7) 3. J 

Yet, for high fashion deSigners such as Louboutin and YSL, 
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the higher cost of production is desirable because it makes 

the final creation that much more exclusive, and costly. 

Because the use of red outsoles serves nontrademark 

functions other than as a source identifier, and affects 

the cost and quality of the shoe, the Court must examine 

whether granting trademark rights for Louboutin' s use of 

the color red as a brand would "significantly hinder 

competition," that is, "permit one competitor (or a group) 

to interfere with legitimate (nontrademark-related) 

competition through actual or potential exclusive use of an 

important product ingredient." Qualitex, 514 U.S. at 170. 

Here, Christian Louboutin singularly claimed "the color 

red" as a feature of the mark, and he registered a 

~lacquered red sole" for nwomen's high fashion designer 

footwear." (Mourot Declo Ex. A (Docket No. 22-1).) Both 

components of the mark pose serious legal concerns as well 

as threats to legitimate competition in the designer shoe 

market. 

Louboutin's claim to ftthe color red" is, without some 

limitation, overly broad and inconsistent with the scheme 

of trademark registration established by the Lanham Act. 

Awarding one participant in the designer shoe market a 

monopoly on the color red would impermissibly hinder 
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Case: 11-3303     Document: 45     Page: 91      10/17/2011      419093      103



Case 1:11-cv-02381-VM   Document 53    Filed 08/10/11   Page 22 of 32

SPA-22

competition among other participants. YSL has various 

reacons for aeeking to use red on its out soles for 

example, to reference traditional Chine o e lacquer ware, to 

create a monochromatic shoe, and c o create a cohesive look 

consist i ng of color-coordinating shoes and garments. 

presumably, i f Louboutin were to succeed on its claim of 

trademark infr i ngement, YSL and other designers would be 

prohibited from achiev ing those stylist ic goals . In this 

res pect , Louboutin's ownersh i p c l a i m to a r ed o u t s ole would 

hinder compet i tion not only i n high fashion shoes, but 

potent ially in the markets for o t her women's wear artic l es 

as well. Designers of dresses, coats, bags, hats and 

gloves who may conceive a red shade for those articles .. dth 

matching monochromatic shoes would face the shadow or 

reality of litigation in choosing bands of red t o give 

expression to their ideas. 

The effects of this specter the uncertainty and 

apprehension i t generates are especially acute i n the 

fashion industry because of its grounding on the creative 

elements discussed above. Fashion is dependent on colors. 

It 1s subj ec t to tempo r a l change . I t i s susceptible to 

t aste, to idiosyncrasies and whims and moods, both of 

designers and consumers. Thus, at any moment when t he 
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market and the deities of design, by whatever fancy they 

decide those things, proclaim that "passion" is in for a 

given season and must be expressed in reds in the year's 

various collections, Louboutin's claim would cast a red 

cloud over the whole industry , cramping what other 

designers could do, while allowing Louboutin to paint with 

a full palette. Louboutin would thus be able to market a 

total outfit in his red, while other designers would not. 

And this impediment would apply not just with respect to 

Louboutin's registered "the color red," but, on its theory 

as pressed in this litigation, to a broader band of various 

other shades of red which would be available to Louboutin 

but which it could bar others from using. 

Louboutin asserts that it is the color depicted in the 

registration's drawing, and not the verbal reference to the 

"color red, It that controls. In its reply brief, Louboutin 

identified that color for the first time as Pantone No. 18-

1663 TP, or "Chinese Red, It part of the PANTONE TEXTILE 

color system. S Yet that identification raises additional 

issues. Louboutin cannot amend or augment its PTO 

registration by representations it makes in this 

S The TEXTILE col or system assists designers in selecting and specifying 
color to be used in the manufacture of textiles and apparel. In 2003, 
the TEXTILE color system was replaced with the FASHION -t- HOME color 
system , and the suffix of each color was changed from -TP* to - TPX. * 
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litigation. Accordingly, the color that governs here 

remains, as Louboutin points out, the shade of red depicted 

in the registration's drawing. As Louboutin concedes, 

however, because of varying absorption and reflection 

qualities of the material to which it is applied, a color 

as it manifests on paper would appear quite different 

some lighter, some darker hues -- on other mediums such as 

leather and cloth. A competitor examining the Louboutin 

registration drawing for guidance as to what color it 

applies to may therefore remain unable to determine 

precisely which shade or shades it encompasses and which 

others are available for it to safely use. 

Moreover, YSL has represented to the Court that the 

precise color of the styles Louboutin challenges is not 

Chinese Red, and that YSL has never used Pantone No. 18-

1663 TP on its outsoles. Undaunted, Louboutin insists that 

YSL has nonetheless infringed the Red Sole Mark because its 

challenged shoe models use a shade confusingly too close to 

Chinese Red. Yet Louboutin cannot provide a satisfactory 

explanation as to why those models but not others 

previously made by YSL that also bear a red outsole -- are 

confusingly similar to its claimed mark. The larger 

question this conflict poses is how close to a protected 
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single color used in an item of fashion can the next 

competitor approach without encountering legal challenge 

from the first c l aimant of a shade as a trademark. 

In response to this legal dilemma, Louboutin proposes 

that the Court simply draw a designated range both above 

and below the borderlines of Pantone No. 18-1663 TP, and 

declare all other stripes of red within that zone forbidden 

to competitors. Its suggested metric references Olay Co., 

Inc. v . Cococare Prods., Inc. See 218 U.S. P.O. 1028, 1045 

(S.D.N.Y. 1983) (issuing injunction requiring infringer to 

use "a discernibly different pink, at least 40\ different 

in terms of [Pantone Matching Systeml tones" from that used 

by registrant). Louboutin's proposal would have the effect 

of appropriating more than a dozen shades of red -- and 

perhaps other colors as well' and goes far beyond the 

injunction upon which Louboutin relies. In Olay, the 

protectable interest was not "in the color pink alone,~ but 

, Louboutin's suggestion that the Court require other designers to stay 
some percentage away from Chinese Red raises the question; some 
percentage of what? Chinese Red, like any color, is made up of a 
certain cornl;Jination of other colors. Based on the Court's research, 
this cornl;Jination can be expressed in various metrics , such as a 
combination of RGS (red, green , blue) or CMYK (cyan, magenta, yellow, 
black), or HSS (hue, saturation, brightness). See Mark Galer & Les 
Horvat, Digital Imaging: Essential Skills 3 - 5, 7 (3d ed. 2005). In 
Adobe Color Picker, see id. at 6, a variance of just 10 percent in any 
of these inputs, in eI"ther d i rection , yields more than a dozen shades 
visibly different from Chinese Red, in some cases so diff e rent as to 
appear to the casual observer pink on one side of Chinese Re d or orange 
on the other. 
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rather in the color in combination with graphics and 

packaging. See id. Here, Louboutin's claimed mark is, in 

essence, the color red alone when used on the soles of 

~high fashion" footwear. (Mourot Decl. Ex. A (Docket No. 

22-1) .) Moreover, although Louboutin attempts in these 

proceedings to limit the scope of the mark to high- heeled 

footwear, no such limitation appears on the face of the 

registration. (See id.) 

The other options Louboutin' s claim would leave other 

competitors are no more practical or palatable. As YSL 

endeavored to do during a deposition of Christian Louboutin 

in connection with this action, other designers could seek 

advance clearance from Christian Louboutin himself , 

spreading the fan of shades before him to see at what tint 

his red light changes to amber.' Or they could go to court 

and ask for declaratory relief holding that a proposed red 

sole is not close enough to Chinese Red to infringe 

Louboutin's mark, thereby turning the judge into an arbiter 

of fashion design. Though Qualitex points out that in 

trademark disputes courts routinely are called upon to 

7 In response to YSL's inquiry as to whether a particular YSL shoe 
infringes the Red Sole Mark, Christian Louboutin responded at his 
deposition that he ·will think about it.~ (Hamid Decl. Ex. A (Docket 
No. 32 - 1) at 60,11-14. ) In response to YSL's inquiry as to whether 
Christian LOuboutin would · object to !.!!l::: shade of red on a sale, ~ 
counsel for Christian Louboutin instructed him not to answer. (.!.!L at 
46,4 - 18 (emphasis added).) 
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decide difficult questions involving shades of differences 

in words or phrases or symbols, the commercial contexts in 

which the application of those judgments generally has 

arisen has not entailed use of a single color in the 

fashion industry , where distinctions in designs and ideas 

conveyed by single colors represent not just matters of 

degree but much finer qualitative and aesthetic calls. 

Because Louboutin's registration specifies that it 

covers women's high fashion "designer footwear," the 

description is broad enough to encompass all styles of 

shoes, not just the high-heeled model illustrated in the 

PTO registration. Louboutin's argument that it would not 

pursue a claim of infringement based upon red outsoles on, 

for example, flat shoes, wedges or kitten heels, is cold 

comfort to competing designers. In fact, in one case in 

Paris, Louboutin sought to enforce its French trademark for 

a "shoe sole in the color red" against the company Zara 

France, S.A.R.I., which is not a high-end retailer. 

Hamid Decl. Ex . G (Docket No. 32-2).) 

Another dimension of uncertainty the Red Sole Mark 

creates pertains to its coating. Louboutin's claim extends 

not just to the base of "the color red ," but also to its 

gloss. In the registration, it is described more 
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specifically as "lacquered'" red. Thus, it is not clear, 

for example, whether the protection of Louboutin's 

trademark would apply to a "Chinese Red" outsole that was 

not shiny, but entirely flat. In fact, that issue has 

surfaced in this case. YSL asserts that the color tone of 

some of the shoes Louboutin challenges is not lacquered at 

all but a flat red. By bringing this litigation, Louboutin 

is of course calling upon the Court to pass judgment as 

well on the degree of buffing that a competitor may give to 

a Chinese Red outsole before it begins to infringe on 

Louboutin's rights. 

Finally, conferring legal recognition on Louboutin's 

claim raises the specter of fashion wars. If Louboutin 

owns Chinese Red for the outsole of high fashion women's 

shoes, another designer can just as well stake out a claim 

for exclusive use of another shade of red, or indeed even 

Louboutin's color, for the insole, while yet another could, 

like the world colonizers of eras past dividing conquered 

territories and markets, plant its flag on the entire heel 

for its Chinese Red. And who is to stop YSL, which 

declares it pioneered the monochrome shoe design, from 

trumping the whole footwear design industry by asserting 

rights to the single color shoe concept in all shades? And 

-28 -

Case: 11-3303     Document: 45     Page: 98      10/17/2011      419093      103



Case 1:11-cv-02381-VM   Document 53    Filed 08/10/11   Page 29 of 32

SPA-29

these imperial color wars in women's high fashion footwear 

would represent only the opening forays. What about 

hostile color grabs in the markets for low-fashion shoes? 

Or for sports shoes? Or expanding beyond footwear, what 

about inner linings, collars, or buttons on coats, jackets, 

or dresses in both women's and men's apparel? 

In sum, the Court cannot conceive that the Lanham Act 

could serve as the source of the broad spectrum of 

absurdities that would follow recognition of a trademark 

for the use of a single color for fashion items. Because 

the Court has serious doubts that Louboutin possesses a 

protectable mark, the Court finds that Louboutin cannot 

establish a likelihood that it will succeed on its claims 

for trademark infringement and unfair competition under the 

Lanham Act. Thus there is no warrant to grant injunctive 

relief on those claims. 

B. OTHER CLAIMS 

Louboutin also seeks preliminary injunctive relief on 

its claims for (I) trademark infringement under state law; 

(2) trademark dilution under federal and state law; and (3) 

unfair competition under state law. None of these claims 

can succeed absent a protectable mark. See Pirone v . 

CM,a"c"M"1""1,1,a"n,,.,---=I"n"c~. , 8 9 4 F _ 3 d 57 9 , 581-82 (2d Cir. 1990) 
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(trademark infringement under state law) i Maharish i Hardy 

Blechman Ltd. v. Abercrombie & Fitch Co., 292 F. Supp. 2d 

535, 5 52 (S.D.N. Y. 2003) (t rademark dilution under federal 

and state l aw); A='"z"h~eo10·m=e~r_'~s,-----,F~ocun=d=' _co=f_-,Am=".",_-"I~n"cC.~--'V~. 

Alzheimer 's Disease & Related Disorders Ass' n , Inc . , F. 

Supp. 2d Nos. 10 Civ. 3314, 10 Civ. 5 013, 2 011 WL 

2078227, at *3 (S.D.N.Y. May 25, 2011) (unfair competition 

under state law). 8 Because Louboutin cannot demonstrate a 

sufficient likelihood that its Red Sole Mark merits 

protection, the Court need not consider whether YSL's 

allegedly infringing shoes are likely to cause consumer 

confusion , nor whether Louboutin is likely to suffer 

irreparable harm absent an injunctio n. 

C. COUNTERCLAIMS 

YSL has asserted counterclaims for cancellation o f the 

Red Sole Mark and f or damages. If a motion for summary 

judgment were brought, the Court's conclusion that the Red 

Sole Mark is ornamental and functional in its fashi o n 

industry market wo uld compel it t o grant partial summary 

• The Court notes that Louboutin's claim fo r unlawful deceptive acts and 
p ract i ces, although not a b a sis for its motion fo r a preliminary 
injunction, similarly would fail in thi s conte xt. See R . D . Corp . v. 
Jewelex New Yo rk Ltd ., --- F. Supp . 2d ---, NO. 07 Civ. 13, 2011 i'lL 
1742 11 1 , at *5 (S .D . N.Y. May 4 , 2011) (dismissi ng claim f o r unlawful 
deceptive acts and practices u nder New "fork Gene ral Business Law § 349 
because it arose out of a dispute between compe tito r s involving 
trademark infringement). 
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judgment in favor of YSL on YSL's counterclaims seeking 

cancellation of Louboutin's mark. However, no motion for 

summary judgment is before the Court, and discovery has not 

formally closed. consequently, Louboutin is entit.led to 

certain "procedural safeguards n before the court may sua 

sponte dispose of its claims. See First Fin . Ins. Co. v. 

Allstate Interior Demolition Corp . , 193 F.3d 109, lIS (2d 

cir. 1999). While, in the Court's view, the ample record 

developed in connection with the preliminary injunct.ion 

briefing obviates the need for further discovery, the 

parties must. be provided notice and a reasonable time to 

respond before the Court may consider whether judgment as a 

matter of law is warranted. See Fed. R. civ. P. 56(f). 

Summary judgment as to YSL'S counterclaims for 

cancellation of the mark would not dispose of the entire 

case, because YSL's counterclaims for tortious interference 

with business relations and unfair competition would 

remain. Nevertheless, the Court recognizes that the 

validity of Louboutin's Red Sole Mark is the heart. of this 

litigation, and following the final resolution of that 

issue in this forum would be the most appropriate time for 

Louboutin to take an appeal to the uni ted States Court of 

Appeals for the Second Circuit. See Fed. R. Civ. P. 54(b); 
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see, ~, Mech. Plastics v. Titan Techs., I nc., 823 F. 

Supp. 1137, 1151 (S.D.N.Y. 1993). 

III. ORDER 

For the reasons stated above, it is hereby 

ORDERED that the motion (Docket No. 17) of plaintiffs 

Christian Louboutin S.A., Christian Louboutin, L.L.C. and 

Christian Louboutin individually (collectively, 

-Louboutin") for a preliminary injunction is DENIED; and it 

is further 

ORDERED that counsel for all parties are directed to 

appear for a case management conference on August 17, 2011 

at 2:00 p.m., at which Louboutin shall show cause why the 

record of this action as it now exists should not be 

converted into a motion for partial summary judgment 

cancelling Louboutin's trademark at issue here for the 

reasons stated in the Court's decision above. 

SO ORDERED . 

Dated: New York, New York 
10 August 2011 
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VICTOR MARRERO 
U.S.D.J. 
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